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Court of Appeals of the District of Columbia 


No. 4551. 

The United States r.r Rrhithnie Clinton ' M . Searl, 

Appellant, 

vs. ! 

Thomas E. Kobektson, Commissioner of Patents. 


a Supreme ('curt of the District of Columbia. 

At Law. 

No. 71871. 

The United States ex Belafio'iie Clinton M. Searl, 

Petitioner, 

vs. 

Thomas E. Robertson, Commissioner of Patents, 

Respondent. , 

United States of America, ; 

District of Columbia, ss: 

Be it remembered, that in the Supreme Court of the Dis¬ 
trict of Columbia, at the City of Washington, in said Dis¬ 
trict, at the times hereinafter mentioned, the following 
papers were filed and proceedings had, in the above-entitled 
cause, to wit: 


1—4551a 
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THE UNITED STATES EX REL. C. M. SEARL VS. 


1 In the Supreme Court of the District of Columbia. 

At Law, Division —. 

Xo. 71871. 


The United States cx Rvlatlonc Clinton ^l. Searl, 


vs. 

Thomas E. Robertson, Commissioner of Patents. 

Petition for IPW/ of Mandamu,'> Directed to the Commis¬ 
sioner of Patents. 

Filed August 6, 1926. 

To the Honorable Judges of the Supreme Court of the Dis¬ 
trict of Columbia: 

Tile ])etitioii of the United States, Ex Rel. Clinton ^I. 
Searl. 

The petitioner would respectfully state that he is a resi¬ 
dent and citizen of the State of Ohio, and has been for 
manv vears. 

The petitioner further states that he is a party to an 
Interference Xo. 49,507 between the patent ap])lications of 
himself, tiled March 11, 1922, Serial Xo. 542,907, and George 
C. Thomas, filed Xovember IS, 1921, Serial Xo. 516,194, 
Lasts, and a party to an Interference Xo. 51,762 ])etween 
the applications of himself, tiled March 11, 1922, Serial Xo. 
542,907, John C. Iredale, tiled February 16, 1923, Serial 
Xo. 619,476, and Harry AV. Lucas, tiled Xovember 12, 1921, 
Serial Xo. 514,722, Hinge Lasts. 

Petitioner states that, in Interference Xo. 49,507, he is a 
junior party, whose testimony should be taken in prim a 
facie first and in rebuttal last, and in Interference Xo. 

51,762, Iredale was junior party, but that he was 
2 second in order of filing, so that he made his pri)na 
facie case by testimony after Iredale and then had 
opportunity for rebuttal testimony after the testimony of 
Lucas according to times for such testimonv fixed bv the 
Commissioner of Patents, performing his ministerial duties 
according to law. 
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Petitioner further states that, pursuant to the practice in 
equity, the Equity Rules in the United States Courts, which 
li’ovorn tlie practice in the Patent Office, and, pursuant to 
Rule 118, in the ])erforinance of his ministeriah duties, the 
Commissioner fixed the time of testimony, both prima facie 
and in rebuttal, of petitioner in the several Interferences. 

Petitioner further states that, after the closing of his 
prin/a 'fade case, and, during the pendency of the time of 
taking the testimony of Lucas and Thomas, he discovered 
new evidence of very material importance, and immediately 
moved foi* leave t() introduce this testimony as a part of his 
prinui fade case, accompanying the motion witli full and 
complete affidavits concerning the nature of the testimony 
and the reason it had not been discovered prior to the date 
of the motion, which had been made immediately upon this 
discovery. 

Petitioner further states that this motion was denied by 
the Examiner of Interferences, and an appe<il was taken 


to the Commissioner of Patents. 

Petitioner further states that, due to the fact that his time 
for his testimony in rebuttal was running after the decision 
of the Examiner of Interferences, he took this same testi¬ 
mony during his rebuttal time in order to preserve it. 

Petitioner further states that, thereafter,: the Com- 
3 missioner of Patents heard and decided his appeal 
on his motion to introduce this testimony ns prhna 
fade testimony, and the Commissioner of Patents decided 
in his favor l)y directing the Examiner of Interferences to 
permit the introduction of such testimony as a part of peti- 
titioner's priiaa fade case, saying: 


“The ])arty Searl lias appealed from the decision of the 
Lxaminei- of Interferences denving the motion of such 
pai’ty to reopen the case and take new and additional prima 
fade ])roofs. * * * 

The motion is granted and the Examiner of Interferences 
will tnk(‘ the n(*cessa.ry ste])s to have the testimony intro¬ 
duced as a ])art of tlie party SearPs prima facie showing.” 
(See Kxhihit “yi” aitachefl, condifiitiag the complete 
opii/ioi/ so filed, of irhich the foregoing quotation is an ex¬ 
tract of the substance.) ! 




4 


THE UNITED STATES EX REL. C. M. SEARL VS. 


Petitioner further states that, as a result thereof, the 
Examiner of Interferences arranged for the introduction 
of the testimony of Searl so taken to be introduced as 
prima facie testimony, entering an order that it would 

not be necessarv to take the tesfimonv a second time, but 

• » 

that Lucas and Thomas would be given the o})portunity 
of cross examination of th(‘ witnesses so produced giving 
such prima facie testimony, and that Lucas and Thomas 
would be given an 0])portunity to meet such testimony by 
additional time for defense testimony, Jfnt faile'l to fix am/ 
time for pour petitioners^ rehuttal. 

Petitioner further states that the Examiner of fiiUu’- 
ferences accordingly failed to perform his minist(‘rial duty 
on behalf of the Patent Office and the Commissioner of 
Patents bv failing and neglecting to fix the time for vour 
petitioner’s rebuttal testimony, although lie did arrange 
for your petitioner's additional })rima faeie ti‘sti- 

4 monv and the dcTeiise testimonv. 

• • 

Petitioner further states that, in order to renunly 


this failure of the Examimu- of Interferences to ])erform 

his ministerial dutv to fix the time for rebuttal t(*stimonv 

• • 

for your petitioner, he |)etition(‘d the (’ommissioinn* of 
Patents for the setting of the time to take* rebuttal t(‘sii- 
mony, whi(*h petition was (huiied. Exhihif “/>" 

attached.) 

Thereupon, upon the taking of the def<‘nse t(‘stim<mv 
against petitioner's pritna faeie case by said Lucas and 
Thomas, your petitioner finding that such testimony was 
false, and, therefore, not to be expected, renewed his effort 
to take his ])roper rebutted testimony by a motion {)(*f()r<‘ 
the Examiner of rnt(‘rforenc(‘s accom]ninied by affidavit< 
setting forth th(‘ erroneous nature' of the testimony taken 
in defense bv said Lucas and Thomas, {ffee Exhibit 


attached.) 

Your petitioner further states that again the Examiner 
of Interferences refused to ])erform his minist(*rial dutv 
imposed by the Patent Office ruh's and the law to fix a time 
for your petitioner's rebuttal testimony, (.^rc ExJ/ibit 
attached.) 

Petitioner further states that, thereut)on, he took an 


appeal from this ruling of the Examiner of Interferences re¬ 
fusing to carry out the ministerial duty imposed upon him 
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by the rules of law to set the times for your petitioner’s 
rebuttal testimony, and this appeal having been taken to 
the Commissioner of Patents, the Examiner ’ of Inter- 
terences was affirmed and the Commissioner of Patents re¬ 
fused to perform his ministerial duty to fix the time for 
taking rebuttal testimony by your petitioner. {See Exhibit 
attached.) 

5 Petitioner further states that he is without any 
other legal remedy or appeal save by way of a Writ 

of Mandamus issuing out of this Honorable Court in order 
to compel the Commissioner of Patents to perform his 
simple ministerial duty of fixing time for the taking of 
testimony in rebuttal, which is the right of every party 
who is junior in position, such as your petitioner, in a 
Patent Office interference, and that the fixing of this time 
is not a matter of discretion with the Commissioner of 
Patents. 

Petitioner further states that whether or not i the testi¬ 
mony he proposes to produce in rebuttal is accepted or 
rejected is a matter which he does not desire to raise here 
on a petition for a Writ of Mandamus, because that is 
merely a matter of discretion on the part of the Commis¬ 
sioner of Patents, and he is petitioning this Honorable 
Court only for a Writ of Mandamus to compel the per¬ 
formance of a ministerial duty of setting the time for 
taking testimonv bv the Commissioner of Patents. 

«r^ * * 

Wherefore, your petitioner prays as follows: 

(1) That a Writ of Mandamus be issued out of this 
Honorable Court to the Commissioner of Patents, direct¬ 
ing liim to perform his ministerial duty of fixing the time 
for th<^ taking of your petitioner’s rebuttal testimPny. 

(2) That, pending the disposition of this Writ, the Com¬ 
missioner stav further action in these Interferences. 

» 

6 (3) And that a rule to show cause be issued. 

CLINTON M. SEARL. 

MORGAN H. BEACH, 

Of Counsel, for JRelator, ; 

1000 Vermont Ave., N. W. 

H. A. TOULMIN, 

H. A. TOULMIN, Jr., 

Attorneys for Relator, % Morgan H. Beach, 

1000 Vermont Ave., N. W., Washington, D. C. 
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Oath, 

Filed Aui^iist 6, 1926. 

71871. 

State of Ohio, 

Countij of Scioto^ ss: 

I, Clinton M. Searl, tlio petitioner mentioned and de¬ 
scribed in the foreiroing petition, do hei’eby make solemn 
oath tliat the statements contained tlierein are true accoi’d- 
ini^ to the best of mv knowledi»'e, information and belief, as 
I have read said petition and have directed that it be tiled. 

CLIXTOX SEARL. 

Subscribed and sworn to before me this second day of 
Au2:ust, 1926. 

[seal.] (dlESTEK P. FITCH, 

Xotari/ Piddle in and for 

said Coinitif and State. 

7 Exhibit A. 

In the United States Patent OHice. 

71871. 

Ikedale 

vs. 

Seabl 

vs. 

Lucas. 


ExiiriiiT A—Filed August 6, 1926. 

Pat(‘nt Interference' Xo. 51762, ])etween the a])])lication of 
John C. Iredale, tiled Feb. 1(>, lt)2M, Ser. Xo. 619,476, 
application of Clinton M. Se'in-l, tiled .March 11, 1922, 
Ser. Xo. 542,907, and ap])lieation of Harry W. Lucas, 
tiled Xov. 12, 1921, Ser. Xo. 514,722. 


A]>1 )eal on Motion. 


Mr. C. Schuvler Davis for Iredale. 
Messrs. Kiddle & Mari>-eson and Me.' 


;rs. 


Toulmin Toul- 


min for Searl. 

Mr. Xelson W. Howard and ^Ir. A. D. Salinger for Lucas. 
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Tlio ])nrty Soiirl has appealed from the decision of the 
examiiiei* of interferences denying the motion of such party 
to reoj)en the case and take new and additional prlma facie 
])roofs. 

The r(‘cor(l shows that the testimonv on behalf of the 

% 

])arties has boon taktni hut that tinal hearing has not taken 
l)lace and a])])ai’ently the briefs of the parties have not yet 
l)een filed. It is also of record that a motion on'behalf of 
the party Sc'arl to amend his ])reliminary statement has 
been pending and judgment n])on such motion suspended 
until final hearing when ])roofs may be considered in con¬ 
nection with such motion. 

The evidence sought to b(‘ introduced on behalf of Searl 
as priifui facir (‘vidence has l)een taken as i-ebuttal testi¬ 
mony and the party Lucas has ])ending a motion to strike 
out sucli testimony or (‘videncc* as not proper re- 
S buttal. 

Lonfrontod with these conditions the i)arty Searl 
is seeking, both for th(‘ ])ur])ose of supporting his motion to 
amend his ])i-eliminary statcnnent as well as to j)rove the 
facts therein alleg(*d, and also foi* tli(‘ pui‘i)ose of insuring 
this additional or now testimony will b(* considered in case 
the motion to strilo* out such t(‘stimony as improper re¬ 
buttal is granted, to have* such testimony taken as part of 
his prhita facie cas(*. 

In su])poi1 of th(‘ motion to r(*open, the affidavit of the 
witness Hurke has lanm pi-escmted. This affidavit, taken 
in connc(‘tion with th(‘ t(‘stimonv alreadv of i-ecord, fairlv 
establishes that if tin* staPuncnit regarding the activities in 

Februarv l‘)21 and later are triu‘, the* difficultv of obtain- 

* • 

ing the specinuai last which was tinally discovered in the 
I)Iant of the Inl(‘rnational Shoe Company was very great. 
The lasts of this type* are alleged to have be(*n made in 
small (juantities and placed in regular orders received by 
the assignee company of Si'arl, and sent to various factories 
for trial. The lasts l)eing sent out with no identifying 
marks so as to obtain unbias(*d tests of such lasts, the long 
search lU'ci'ssarv for finding such lasts vears after thev 
were thus sent out was unsuccessful until about the end of 
the year The Vulcan Last Company, Searl’s,assignee, 

conducts an enormous business in products of this char¬ 
acter and as stat(‘d by counsel for Searl, in sut)port of the 
motion, “obviously, .imongst the hundreds of thousands of 

2—i551a 




8 


THE UNITED STATES EX REE. C. AI. SEARL VS. 


lasts SO sii])])lio(l with many of tlia lasts in liiindred thou¬ 
sand lots ill .storaiii* in ha.us, and with such su])plies coii- 
stantlv shiftinu' from factorv to storai»:c or from 

9 storage to factorv, and from tln‘ bins to the shoe- 
makers and hack aicain to tin* bins, it was extremelv 

difficiil// to find such lasts whi('h b(*came lost in the produc¬ 
tion chaniK'ls.’' ’’Hie brief flirthci* I'ld'ers to the constant 
shiftinu' of the vast (juantity of lasts from one* place to an¬ 
other, from th(‘ bins to the work j-ooms and the hauling 
from place to ])lac(‘ in carts so that it was ])ractically im- 
possibh‘ to say at any oiu* tinn* that all tin* lasts in one shoe 
factory had becni (*xamined. ruder these circumstances, it 
is fairly deducible some merit i-esi(h‘s in the contention of 
Searl that it was no easv matter to iind one of the lasts. 

Tin* record shows that Si^arl obtained an extension of 
time for taking his testimony on four dil’ferent occasions, 
and the tinal time s(‘t for taking his testimony-in-chief 
closed Sept(‘mb(‘r '2iK 19l!b. W'hile the inti*i‘ferenc(‘ was 
declared in V(*t it is not in (‘vidence that ail tin* d(‘lav 

from the datt‘ of tin* dedarat it>n until tin* taking of Searl’s 
testimony-in-chief was due to the party Seai‘1 or invohaul 
im])r(;per <h*}ays. 'The fact that the testimony-in chief of 
the party Searl was concluded in Septem’xu* 192') should 
be ])orne in mind in c<*nnection with tin* stattunent of th(‘ 
witness llurke in his allidavit, whicli is that--- 

“For a vei’v long I'ciiod extfn.rnig ovei* a numbei' of 
months, in tact since the Iteginning' ot’ tin* eolleetion of 
th(‘ detail })roof in this Intei'fei’enetg W(‘ haxa* been endeavor¬ 
ing to locat(‘ some of th(‘ lasts embod\ing tin* inV(‘ntion of 
Searl with spi'ing pins whidi myself and other witn(*ss(‘s 
liavt* ti*stilied, in this inleia'fiaaic!*, weix* made in the Ihii’ts- 
mouth fac*to]*y of 'I'ln* Vulcan Last Fompamy, at Forts- 
mouth, ()hio, during ihe \<’a.r l'd21 as parts of r«*gu- 

10 iar orders of custonn*!‘s for other tvpes of hingi* 
lasts which we arc making (»n regular commercial 

production.’’ 

It is believed a f.dr infer* m ** from this aHidavit and the 
date when Searl tinally l<?ok Ids ftrutni hicir testimony, 
that the sear<*h for tin* ])articular last (‘mbodyin<»’ the in¬ 
vention was b(‘gun in tinn* f(»r such (‘vid(*n(*e to have ])een 
made of record if it could have been found. It seems prob- 
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since Rni'ke says, “for a very lon<>* period oxteiuling 
over a number of monllis, in fact since the ])ei^-iniiini;‘ of the 
collection of the detail ])roof in this int(‘rfer(ni('e, we have 
been (*ndeavorini;- to hx'ate some of the lasts/' the efforts 
to find such a last or such lasts bei^'an wluni steps \yore taken 
prior to the actual tjikini;' of tlu* t(‘>timony-in-chief, which 
was re(|nii-ed to b(‘ taken by S(‘ptembi‘r ‘2!b 19-0, so that 
there was no im])i-o])er delay on th(‘ ])ai‘t of Seai*l in making 
an (‘iTort to lind th(‘st‘ lasts. TIum'c* is nothing verv satis- 
factory, it is admitted, to show just how diligently the 
search was condncted ])rioi* to tin* actual linding of the 
sam])le last. Rnrke state's that he had his men “in the 
field searching for such lasts." lie also states: 

“K(‘C(nitly, we i-(‘soi-ted to our last sourc(‘ of stu'h lasts, 
which we had not ap])rojic]ied Ix'fori' because of the siz(‘ 
of the' ('C)m])any a.nd the' lai'ge* number of lasts they use 
which made* the task least lik(‘ly of siu'cess," 

Px^Iciiei', in his affidavit, i-efers to his going to the' Hannibal 
Factory “dui'ing tin' W(‘ek of Xoveniilxu* -drd as a part 
of onr seai'ch foi" a- :'j)rl>ig pin last," whicli sliows tliat he 
had ]»e<‘n making a scju’cli Ixh'oi'e this tinu'. 

It must h(‘ deeriK'd e -sential, in pi*oc<‘(‘dings of this 
11 charac'tei', that tin* pate'iit lx* gi-anted to tlie fii’st in- 
ventoi*. It is true, an api)!icant is re(iuired to'exer¬ 
cise* all elilige'iice* in discovei’ing his (‘\’iele*ne(* win*)! lie is 
giv(‘»i an o|)pe)]‘lunity to ])]-es(*!it it. The* practice is settled 
in this i*(‘spect. 'rin* decisions cite*d in tlu* ]>j'ie'fs e)f both 
])ai'li<‘s clt*ai'ly siippoi-t the \'ie'W that an int<‘!‘rerenc(‘ shoulel 
not lx* i-eopened to take* moix* te'stimony me'ix'ly be*cause 
the* party, thi’e)ugh mistake of judgment, want of eliligence, 
eu‘ fe)r any otlier fairly avoidabh* re*ason, fails ttj ])r(‘se*nt 
his full c:is(* in the first instance*. A party must sliov: 
what is i*t*gare](*d as elilige*nc(* in view of all the'’, enreum- 
stanex's anel must liave* b(‘(‘n guilty of no charge of want 
of attentie)]!, consieh'ratiem, or care*. Rut the* e'ircumstaiice's 
are* to be* t.alce'n into conside*]*atie)n in e*ac]i (*asc. Hi the 
instant <*as(*. e-emsielering ;dl the* difficnlties iineh'r whie'h the 
])arty Se*arl was labe)ring in his elToi'ts te) fine] one net' these 
lasts, scattei-e*el without traceable* re'ceirel or iel(*ntifving 
marks ame)ng hunelre*ds of thousanels or possibly millions 
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of lasts, it is ])1 ‘()]mt tl:;' party Soarl should ]ui 

li(*!(i to liav(‘ 1)0011 roasoiiahlV diiiuciit in this (‘iTorls to 
obtain t}i(‘ ovidinioo h(‘ now sooks to introdnoo. It is ch'ar, 
if this is trno, snoli ovi<lono(‘ should ho Ix'l’oro tho trihnuals 
of this Otiico in r(‘aohinii- a just ooiH'lusion. 

Tho motion is yrantod an<l tho oxamiiuu- of intiu’fiu'ouoos 
will take the noeessarv stops to have tin* t(‘Siinionv intro- 
duced as a part of tlu^ ))art v Soarl's jiriaid f(i< ir sliowine-. 
(Sio-iHul) ’ WM. .A. KIXXAX, 

First A sstsf (}Ilf (’«>in iHissinidT. 

XoTE.-—Same o])iniou tilo(l in 1 nt(‘rfoi‘<‘uo»* Xo. dO.oOT— 
Searl vs. Thomas. 

12 KxiiiiuT “ n." 

Filod .\uu-ust t;, 1020. 

In th(‘ Fnitf'd States Fatmit Ollioo. 

71871. 

Seaul 

vs. 

Tho^ias. 

Interference* Xo. 4t).7)07. holwoen tin* a])])lication of (Minton 
AI. Searl, tiled .Mai'ch 11. I!t22, S(*r. Xo. 7)42,0{)7, and 
Ceoriii* (\ Thomas, lih‘d Xov. IS, 1!‘21. Sor. .Xo. 7)10,11)4. 


1 


aists. 


Ih'titiou. 


Alessrs. Kiddle c'c .Mare\‘S!»n am 
min for Searl. 

.Mr. X(‘lson W. Howard and 
Thomas. 


.Mt'ssrs. M'onlmin cV: Tonl- 
.M r. I). Saline’(*r for 


The pai'ty S(‘arl lias pe'titlonod tlia.t tin* examiner of in- 
terfert‘ncos hi* instrnotod *‘io fix a tiim* for Sra.rl to take 


rehuttal testimonv." 

« 

The ])arty S(‘arl, afti*!* 
part of both parties had 


the takin 

been clo.soc 


U' of testimony 
I, was granted 


on the 
permis- 
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sion to reopen to take siieeifie additional testimony 

wliieli was deemed ])roper pr'niia facir evidence. This tes- 
tirnoiiv had. as a matt(*r (d’ fact alreadv ])een taken bv the 
])arty Searl under the anise ot* re])nttal but because the 
])arty Thomas deimied it im])roper relnittal, cross examina¬ 
tion had l)een rel’iised. 'rh(‘ (examiner ol* interferences re- 
(piired that althoiia'h it was not necessary to take this ad¬ 
ditional testimony oven* aaain, tlie witnesses should be pro- 
duc(‘d for cross examination by the })arty Thomas. A 
period was set witliin wliieh d'homas would be ])ermitted 
to take ]*el)uttal. Xo time was set for 8earl to take wliat 
would amount to snrrebiittal. Th(‘ party Searl was denied 
])v th(‘ (examiner of interf(‘rences the riaht to take 
Id snrrelnittal for tlK‘ ]*eason tliat the ])arty Thomas 
was r(‘stri('ted to testimony, aftei- tlie cross examina¬ 
tion of Si'arl's witnesses, which would Ik* mei’elydn reoultal, 
and, in conse(jU(‘ne(e the parly Searl was not entitled to 
take rebuttal or what is in (‘{Tect suiux'buttal. 

In intei'f(*r(‘nees, tin* usual procH'dui’e is for; the junior 
j)arty to tirst tala* his t(‘stimoiiy in ('hi(‘f and tlien the senior 
])arty to take liis t(‘stimony in chi('f, if he has any and 
wishes to introdue(‘ it, and then tak(* his rebuttal of the tes¬ 
timony in chief of the junioi- paiiy. Tlie seiiioi* party is 
then |>ermitted to tak(* 1<'stimony in rebiittad of the priwa 
facir or testimony in chi(‘f of tin* junior ])ai*ty. Strictly, 
the senior ])arly does not take siirix'buttal at such time al- 
thou.a’h he nmy take rebuttal of matters wliicli were not 
])roperly evid(‘ntial until r(‘l)uttal of the junior ])arty. 
^‘Wi^rmoix* on Kvidenc(*/' *2d Hd. S(‘c. l<S7d, st<\t(L‘s; 

“It is p(‘rf(‘ctly ch'ar that tin* orderly presentation of 
each party's cas(‘ wouhi lea\'e tin* proponent nothin*;’ to do, 
in his case in I’ebuttal, (‘Xcept to ni(‘(*t new facts ])ut in by 
the oppon(*nt in his (*ase in I’cply. Kvei’ytliin^e,'Tclevant as 
a part of the case in chi(‘f would naturally have been already 
])ut in: and a i’(‘bnttal is n(‘C(‘ssai'y only because on a ])lea 
in denial, new subordinate (‘\i(I(‘ntial facts have been 
offered, oi- because, on an albrmative plea, its substantive 
facts have been |)ut forward, oi’ because, on any issue what- 
evei’, facts discredit ini;* the pi’ 0 ])onent's witnesses have been 
offered. ’ ’ 
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Tliis author tlioii savh 


s : 


* * * “it is tlioji uoT easy to say whether the propo¬ 

nent's testimony in rehuttal mi^Hit oi* miylit not as well 
have heeii put in ori.e-inally: ' ' ' y(‘l the usual rule 

will exclude all evideiUM* which has not hc'cii maik* necessary 
hy the o])poneiit*s cast* in re])ly." 

In this same section, ]>arayrapli 4, the Tourt states: 

“?'’()!• matt('i*s properly not evidential until the rehuttal, 
the pro])Oiient lia.s a laj^-ht to ]->nt them in at that time, and 

thev ai’e tlierefon* not sul'dect to tin* discr(*tir»narv 

» • * • 

14 exclusion of tin* trial (’ourt. Matters that should 
liave heeii i)Ut in at lirst may hy that discretion lx* 
refused lat(‘r, hecaust* this is hut tin* denial of a second 
o{)poi*tmiity. Mut inattei-s nf tiaic i-ehultal could not hav<‘ 
heen })Ut in lu-foin*, and to (‘xclnde them now woidd he to 
(h‘ny them their sole oppojlnnity foi* admission.*' 

In the instant case, the party Searl was oidy permitted 
to take certain additloiud //rnna farir testimony. ''rh<‘ 
])arty d'lioinas, ohvi(5Usly would he pt*rinitte«{ to only take 
sti’ictly I'ehnttal of this additional (‘videnc(‘ 

suhmitted on hchall* of Searl. I’nless theia* weia* c(*rtain 
matters inti-odiiced in coniu'ction with tin* rehuttal hv 
Thomas which wma‘ ma<le evidential hy such rehuttal, such 
as the imjxaichment of SiaiiTs witness(‘s or the inti’odiic- 
tion of n(‘W facts, it is not a|)])arent that Siatrl should lx* 
])ermitted to taki‘ sunaduittal. Should such r(*huttal hy 
tlu* party d'hornas he of such a character as to warrant sni*- 
r(4)uttal on hcdialf of S(‘arl, a further rcMpiest or nudion 
may he ])r(‘seut(‘d. 

d'lie p(‘t it ion is (haded. 

(S-d.) W.M. A. Kl.\\\A.\, 

Assisf(n:f ( onninssimirr. 

.May 2S, Ih'Jh. 


XoTE.—Sanu‘ opinion filed, in Interference Xo. ol,7()2- 
Iredale vs. Searl vs. Lucas. 


T. E. ROBERTSON, COMMISSIONER OF PATENTS. 


Exhibit “C.'’ 


Filed August (>, 1926. 
United States Patent Office. 


71871. 

Interference Xo. 49,r)()7 
Searl 


T IIOMAS. 

Interferc‘iic(‘ Xo. 51,762. 


Irkdalk 


Searl 


Lucas. 

Moftoii hjf Scarf fur Lcarc fu Take Ifchuffal Trsfijin/uii. 

Xow conK's i1k‘ party S(‘arl, hy Icaxa* of the First Assist¬ 
ant UomniissioiKM* contaiii<‘d in liis opinion of May 28, 1926, 
lierein, and inov(‘s tin* Ilonoi-ahh* Exainiin*!* of Intei’fei*- 
ences for l(*av(* to 1ak<‘ testimony in i‘el>nttal of tin* t(‘sti- 
inony of Uliai'h's hJoliIiimui-, (’liai’los d. Znirniaier, Robert 
E. Land(‘r, John X. Waters a.nd doiin F. Wood, i;'iven on 
behalf of Thomas and imeas. ^ . 

Lucas and ddiomas, in (‘xaminine.’ tln*se witnesses, have 
att(*mpt(;d to disci'cdit tin* t(*stimony (6* c('i'tain of SearPs 
witnesses and have bron.elit out new mati(*rs which Searl 
lias had no o])portunity to ix'liiit. 

This motion is also nnnh* becaus(* Searl, as a matter 
ri^ht, is entitled to examine witin'sses in rebuttal. 

Affidavits of Arthur A. AVittman, E. rJ. Ju(*n:u’el, Harry 
Platz, Uharh's A. (Ireeii, U. AV. Ploom, F. U. Schulz, Adolph 
Clausing- and C. AI. lieth(*)’ing’ton are attached hereto to 
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show tlio naturi* of tho lostimony that will Ik* takoii in vo- 
biittal. 

TOULMIX vV: Tol'LMiX, 

('(Hfitsf'l far S(^arl. 


16 This motion will he* callt*^! up for hoariiii^ before 

the Mxamiiier of Inti*rfei’eii('es at ten o'clock'A. .M. 
on Wednesday, June 1^26, or as soon thei*i*aft(*r as 
counsel can be lieai’d. 


('innisrf ff,r Srarl. 
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Exhibit D. 


Filed Auuust (5, Ib'JG. 


Tin* rnit(‘d Stales Fat(‘nt Ofiict*. 


1871. 


lnt(*rferenc(‘ Xo. 4!hb<)7. 


vs 


Thomas. 


July 12, 1926. 


This cause comes up on a motion by the party Searl 
askini>' that Ik* be permitted to take rebuttal testimony. 

On .March Hi, 192(5, this case was reopeiu'd by the First 
Assistant (Commissioner and the })arty S(‘arl allowed to 
])resent new and additional })rhna fari" ])roofs. It apj)ears 
from tin* rec'ord, howevm*, that the party S(*arl had already 
introduced his new ])roofs durine: his time for takini;’ re- 
b.uttal. (’onse(|uently there was assiirned to Thomas a 
])eriod in which he miu-ht introduce t)roofs in rebuttal of 
the new evi(h*nc(‘ submitl(.‘d on behalf of Searl. The ])arty 
Searl recpiested that lie lie ^-iveii time for further rebuttal, 
which reouest was denied bv the examiner of interferences. 

4 • 

This action was sustained by the First Assistant Commis¬ 
sioner in his dec'ision of ^lay 28, 1926. Tlie present mo¬ 
tion was brouij:ht after Thomas had taken his ])roofs in 
rebuttal of the new evidence submitted bv Searl. 
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As pointed out l)y ilu- First Assistant Commissioner in 
l)is decision oi' yiay 28, 1926, the evidence which Searl now 
seeks to inlroduce can not properly he termed rebuttal but 
is in the nature of siu'rehiitlal. Thomas was permitted to 
take testimony only in rei)iUtal and il* during that period 
he introduced testimony which was not proper rebuttal, 
the party Searl should seek relief by the way of a motion 
to strike out said evidence as improper rebuttal, rather 
than to re<|U(‘sl pei-inisslon to take surr€*buttal. 

18 At the liciiring con use! for Searl urged that as 

junior party iie was entitled to take ‘A’ehuttal.” The 
practice is well settled that a junior ])arty is uot entitled 
to submit rebuttal testimony excei)t in cases where the 
senior party submits prmm fadr [)i‘oufs. Foi^ example, if 

senior pai'ty (lies no preniminary statement^ tiie junior 
|)arty is assign<‘d tinu' foi* jiriunf facie proofs, and the senior 
party is givmi time for i'(‘bul1al only, no further time being 
assigned to the junioi* pai’ty. 

New ])r(^ofs su])mitt(‘d on behalf of Seai‘1 I'clates to cer¬ 
tain lasts introduced as Si'ai’I's Fxhibit- 45 and 56. In a 
brief sulmiitted on belialf of Searl the following state¬ 
ment appears: ; 

“It is thus s(>cn that Sea.rFs witnesses testifv that lasts 

» 

embodying tin* is^^iies oi’ tliese interferences were made 
and shipped to tlu' International Shoe Com})any at St. Louis 
in Fel)rua!*v oi* March. 1921. The- pi’oduced Searl’s Ex- 
iiilhts 45 and 56 and documentary (‘xhi])its to su[)port their 
oral testimony. ; 

On th(‘ otluM* liand tin* witn<‘ss(‘s of 'riHunas^and Lucas 
testify tliat no such lasts W(uv* i'(‘cei\'ed ])y the International 
Sho(‘ (V)m]>any at that tinn‘. If tin* testimojiy of these wit- 
nessc's for Thomas and Lucas is bcbc'a*!!. thr/n SearFs wit- 
n(*ssf*s ari‘ disci*(“dit(*(l and their x'era.city (dudh'nged.’’ 

S(‘ari urges that Ik* is <mtill(‘d to take sni*rebuttal testimony 
because testimon\‘ has b(‘eu gi'.a'u by \vitness(*s on behalf of 
Thomas which tends to iinp(‘ach the* witn(*ss(‘s introduced on 
l;(‘hab’ of Searl. As indicated in the quotation above set 
out. the )>:u*ty Searl introduced (‘V!d(m''*e to show ship- 
mc'iit of his exhibits of lasts by the Vulcan Last Company 
to the Last n(‘])ai-tm(‘]it of the International Shoe Cora- 
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pany loealvd at wSt. Louis, Missouri, and that said ship¬ 
ment to the Int(‘iTiational Siioo Lompany at St. Louis was 
for use* at tlie llaiiniinil factory of said company, and that 
Last Exhihit Xo. do was round at the Hannibal factory. 
The r(*buttal t(*stimony oT 'I'homas is to the effect that such 
lasts were not received at tin* St. Louis branch of the In¬ 
ternational Sho(‘ Loinpany duriiiir the ])eriod indicated. 

'riiis e\ idence intro(Iuc(‘tl on behalf of Thomas is 
1!) not rc,i;-ai*(!(*( 1 as evidiuice dii-(*cted toward the im- 
peaclinicut oT witnesses. Its })riniary purpose is to 
show that the lasts wc]*e n<;t ri'ceived at the St. Louis branch 
of the Iitternationa! Shoo (’ompaiiy durini;* the period al- 
lecred. If such lestinionv wore to Ik* reerarded as of the 
charade*!' considored in c()niu‘ction with ini])eae'hment of 
witne*sse‘s thou tl,io ^uantinv oT th<* pj'ivih‘,LC(‘ of takine: sur- 
7'ebuttal would bo in oreh'i' in pi'actically every case in which 
the ce)nte*staiit soue-lit to ]-obut tho facts which his opponent 
was att(*mptiii.LT to establish. 

it is also ui'u'od that tho party 'riioinas has introeluceel 
ne‘W matter in his rolnittal. 'fho (*vidonoe introeluce bv both 
])artie*s appeal's to ho coiKMU'nod with tin* two lasts, vSearl's 
Exhibits 4o and oh, tlioii* p]'o(luction, and subseipient his¬ 
tory. As In'j'otofo!-.* iiMllcat(‘(l, if tho party Thomas has 
introduc(‘d inatlor which is not propel' i'(*buttal, the party 
Searl should move to strike out such (‘vidi'uce insteael of 
brinofiiio- a motion to be pe‘rmitt(‘d to take* suri'obutal. In 
connection with tliis (pu'stion of ne‘W matter, e*ounsel for 
the ])arty Searl makes rer(*]'(‘ne{‘ to c(‘j'taiu testimony sub- 
mitte‘d on bcha.lf of 'riiomas, to tin* (*tT(*ct that the piece* 
chipp(‘d oi!t in Sea.rrs I'kxliibit -lo could have* be*en “caused 
frc)!!! (lri\'in_e' that liini^e* pin out in tin* way it wi'iit in."’ It 
is esse‘ntial that surprise be shown wln'i'e* a ])ai'ty s(*eks the 
privile.LTe* of takine' snrrebnttal t(*stinnuiy. When Se^irl in- 
ti'exluce'd his Exhibit 4b. it was his duty te) e'uard a.irainst 
all oi'dinai'v or ]ik(‘ly attacks on said e*xhibit anel the evi¬ 
dence* relati\'e* to it. and if said (*xhibit ('ontaineel any de¬ 
fects ap]»are*nt on tin* face tlnmeoi*. In* shoulel put in what¬ 
ever (‘vid(‘n('e* In* had in (*xplanation tlu'reof (Ritter v. 
Krakau ronn(*r. Ji'., 114 O. E. Ibb.d: 11)05 (\ D. 585; 24 
A])]). 1). d. 2)71: Pfatischer v. P)Uck, 101 O. 0. 1270: 1902 



17 


T. E. ROBERTSON, COMMISSIONER OF PATENTS. 

C. D. 390: Diclze and v. (Inessman, 178 0. G. 319; 

1912 C. D. 139.) 

Consideration oT llio sit nation as disclosed by the evi¬ 
dence and llu‘ I)i'ici's su])initted on l)ehalf of tlic parties, 
leads to tlie concjusion llial the testimony sn'ornitted on 
I'-ehalt of Thomas is in the natur(‘ ot‘ i)ro])er rebuttal and 
such as mi^^lit reasonably liave lieen expected or an- 
20 ticipated by his o])poneii{. hdie showing bn behalf of 
Searl fails to establislj legal sur])rise. 

For the reasons horelofc.r** indicated, the motion to take 
surrcbnttal testimonv is deniedl. 

• I 

Limit of a])p(‘al: Angnsl 2, lt)2(). 


Hxrnif'nif'r of fnff'rfrrrnccs. 

XoTK.—Som(‘ ojMiioii fill’d ill ilit<*i’f<‘r(‘m*(‘ Xo. .’)17f)2- 
iredal(‘ vs. Seaii vs. Tiiicas. i 
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Lx III BIT L. 


V]\i-\ An-n^l ti, 1920. 


In the rnitrd Stat<‘s Latcnit Oftice. 

Tl.STl. 

Ibkdai.k 

vs. 

Skabl 

vs. 

In'C'As. 


I’atent 1 nt«‘rfe]’eii(‘(‘ Xf». r)L7(‘2. between tin* aptilications of 
Jolni C. Iredah*. tiled !h*h. Ki, ]t)23, Ser. Xo. (;19,476; 
(linton M. S(‘arl, tiled .March 11, 1922, Ser. Xo. 542,907, 
and Ilariy AV. Lncas, (ih‘d Xew 12, lt)21, Ser. Xo. 514,722. 

Iliiiu’e Lasts. i 


Ap})(.‘al on Motion. 

Mj*. C. Schuyler Davis and Harold 11. Simms for Iredale. 
Messrs. Kiddle and Margeson and .Messrs. Toulmin & 
Toulmin for Searl. 

Mr. X'elson W. Howard and Mr. A. I). Salinger for Lucas. 
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Tlie ])arty Sriirl a})puals irous the decision of the ex- 
aniiiiia’ of iUittoMoreiicc's (haiviiiy his motion to take testi- 

moiiv “ill rrhiittal of iotinioii\' iiitrodiu'otl i>y Liieas. 

• • 

''riu* rcH-onls show that this easo was ])reviously lioforo 
me on a ])etitl<,>n i>y S<*ai'l that tin* t'xaiiiiiua* ot intertor- 
eiices h(‘ instnu-U'd to lix a time for Stairl to take rebuttal 

testimonv. 

% 

It a|)]>ears tlnit Searl 1(M»k certain testimony during the 
time (ixed for reliultal which was olijectcd to liy the other 
parties as impropcu* relmttal and he was allowed hy the 
e.xamiiKU* of intcrfcrenees tt» intriKluce this testimony as 
})art of his jfnuui /V/r/h case sahjcct to his ])r(‘senting the 
witni*sses for cross-(‘xamination and to the right of the 
otlnu* parties to ])rc‘seiit I’ehuttal testimony. 

'riie previous jietition that the examiner of interferences 
1)(* directed to s(‘t a time for Siairl to tid<e “rehuttal" 
'2'2 t(‘stimony, was denied, it being ])ointed out that Soarl 
might ha\'(‘ heoiieiititled totake sui’rehuttal testimonv 
if till* r(‘huttal of the other }>anies justitied it, such as the 
impeachment of Soarl’s witiu'sses or tlu* introduction of 
new facts. 

S('arl refei's to the testimony which he proposes to take 
as rebuttal hut it is in fact snri'ebnttal, and his laght to take 
it must be ti‘sted by the well known rules apiilicable to tlu- 
taking of such ti'stiniony. 

Xo case has Ix'cii nuuh* out which, in my judgment, would 
justify the taking of surrebnttal testimony. The fact that 
the op])osing parties ha\'(‘ introduced (‘vidence to show that 
Searl's witnesses wma* mistaken, oi* in (.‘rror, as to the in¬ 
troduction of certain lasts in a particular factory is not 
such an impeachment of the witnesses as was mentioiu'd 
in my ])rior decision. If SearPs witnesses testified that 
these lasts were simt to the factory at a certain date and 
his op])on( Ills W(‘re of the o])inion that date was not cor¬ 
rectly given, till* natural thing to do was to lock up the rec- 
oi’ds of the faclorx' oi* iii<|uir(.‘ of ]>ersoiis who were familiar 
with the facts aiul ascertain what the correct dates were and 
call witnesses who c*ould testify with reference thereto. 
The case seems mei'ely to b(‘ oiu* wh(‘re the witnesses for 
oiU‘ })arty have contradicted the witnesses for the other 
aiul the (piestion to be determined is as to what testimony 
is to be accepted. 
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AVlioro, ns Irmm*, n cnss' is i'oo])onc(l on motion of either 
party for the takiii;^' of newly discovered evidence it 
is not custoniary to set limes in which the party who 
asks to liave I In* case reop(‘ned may take n‘l)uttal tes- 
timonv, but merelv to set times when he mav olTer his newlv 
discovered evidence and tinu‘s witliin wliich his, o])ponent 
may make reply. 

This ofiice is, of course, desirous of having all the facts 

before it when it renders a (U‘cision, but it is obvionslv 

♦ 

necessary that teslinu)ny be takcni in an expeditious man¬ 
ner, and there must be i-estriciions as to the number of 
opportunities whicli a pai’ty is given to i)resent testimony 
and compel his o])poneni to attmid the examination of wit¬ 
nesses. 

The decision of the examiner uf interferences is affirmed. 
(Signed) W.M. A. KIXXAX, 

A cf (Ilf] ('()lii}}(issiujter. 

Julv 26, 1926. 

24 Exhibit E. 


Filed August 6, 192<>. 

In the United Stales Uatenl Ofticie 


71,S71. 

Seakl 

vs. 

Thomas, 


Patent lnterfei-enci‘ Xo. 49,707, h.etween the a])plications of 
Clinton .M. Searl, lih‘d March 11, 1922, Serial X(n 7)42,907, 
and George (\ Thomas, tiled Xov(‘ml»(M- IS, 1921, Serial 
Xo. 716,194. 

Easts. 


A})j)eal from 


ExamiiKM* of Interfeivnces.i 

I 


Messrs. Kiddle and Marg(‘son 
Toulmin for Searl. 

Mr. Xelson M". Howard and 
Thomas. 


and M(‘ssrs. Toulmin and 
Mr. A. D. Salinger for 
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"{'Ills raises tlu‘ sanu* (iFoslion as that ralsial in 

('onipaiiioii i!it(‘rr«*i’<‘i]cc Xo. alXO'J, Irc-daK* vs. Searl vs. 
Lucas. 

For tin* i'c:iS()iis I'lillx' slalcd in a dci'Ision this dav laai- 

• • 

dcrcd in that case, llu- d‘v*c!>i(>n i',\ the (*.\aniiii(*r ot‘ inter¬ 
ferences is allirnu-d. 

(Si-iK'd) W.M. A. KIXXAX, 

. I cl i il ff ( 'll tH til issiuiicr. 

dulv 20, 


2 ;') 


L/s/rry fa Prfifia,i (liiil Piflr fa Sjnar ('aiisc 
Fih'd Si-|)Ii‘nd)(*r 4, l!*2fJ. 


4\) the IIonoral)Ie the dudL’«*s of tin* Sii{)r(‘in(‘ (’ourt of tlie 

District of F(diind)ia : 

The res])on(h‘nt. 'i'iionia-; F. u'ohcrl'on, (’onnnissioner of 
Patents, in la-sponsc to llu* order to show eaii^i* why writ of 
mandamus should! iiot issue, and in answer to p(‘titioner's 
petition says on infoianal ion njid i)ejirf: 

(1) ddiat he ailinits llu* aiie'.iai ion as to petitioner's resi- 
(h‘ne(‘ and eiti/.ens!np. 

(2) 4 liat h(‘ admits the e.\i-'letie(* oi tile two interfei'Ciices 
as alh‘iied in the pi*lition. 

(2) That he admits that jx'tit ioner had o])])oi'tunity for 

rebuttal ti*stimoiiv aflei* 1 h** t<‘s:imonv of Lucas in inter- 

• « 

fer(mci‘ Xo. .')1,7()2, accoi-diie.;- to times f<u- such t(*stimonv 
tixed by r(*spondent, aiul admits that respondent lixed the 
time of testimony, both iirinm facie and la'lmttal, for jn*- 
titioiier in tlu* si‘V(‘ral inl'*rfeiu*nc(*s: ;>nd I'espondent avei*s 
(^/) that ])(*liliojier hail opportunity for lU'buttal testimony 
after the t(‘'«timony of d'houms in inierfeiamci* Xo. 4t),b()7, 
accordinu' to r!m(.*s for sticii t(*-ti]n()!iy !i\i*d by larspondont, 
and {h) that p»*litio!u*r jwailed Idmself <4'such opportunity 
in botii iuterf(*r(*uci*s and took i-(*buttal testimony in ])oth 
of them. 

2() (4) d'liat lu* admits lliat aftm- tin* closiiiii* of peti- 

tion(*r's piama tVicie (ura*, and diiriny th{‘ time that 
])etitioner's time for r(*butt:d ti*stimony was runnin<;* (i. e., 
after Lucas and Thomas had com])h‘ted tlu‘ir testimony-in- 
chief and tlieir r(*buttal tt'-^timony), ])etilioner moved for 
leave to introduce some new pi-iina facie testimony; that 



T. E. ROnEIlTSON, COMMI.'=;STONER OF PATENTS. 


21 


this motion was doiiic'd i\v tho Kxaininer of Tiitorferences; 
that notwithstaiulinu- tlu* decision of tlic Kxaminer of In¬ 
terferences |)(‘titioiuM* ])i-oc(M‘dcd 1o take this new prima 

facie testimonv as ]-(‘l)iittaI lestimonv; and that subse- 

• • 

(piently n])on api)eal t(^ the Coniinissionei* of Patents, the 
Kxamiiun* of lntert'(*rencc‘s was dir(‘ctt‘d to admit, as part 
of ])etitioner's ])rima fa.cic case, lhi‘ lU'W ])rima facie testi¬ 
mony wliicli ])(*titioner had alrc'ady taken in liis time for re¬ 
buttal, all as ap])eai‘s by tin* d(‘cisioii of th(‘ Commissioner 
of Patents, Exhibit A, attached to tlie ])etition. 

(5) That he admits that following- the said decision of 
the Commissioiiei* of ihitcMils, the Examiner of Interfer¬ 
ences enter(‘d orders in said Iiiterbu'enct's peianitting the 

t 

new prima facie lestinioiiy of petitioiiei- to be introduced 
as part of petitiojier's pi-iina facie case, subj(‘ct to the pro¬ 
duction of the witiiess(‘s for (‘ross-(‘xaniiiiation. said orders 
setting times for r(‘l)uttal te>linioiiy for Tlaunas and Lucas, 
and setting no time foi* petitiioier to take* any further or so- 
called ‘‘i-ebuttal" t(‘stimony, al! as appi‘ai’s by the, oi’der of 
the Examinei- of 1 iitei-fer(‘nc<*s dated Apinl 10, 1026, copy 
of which is annexed hereto as Exhibit 1. ; 

(6) That hi* avers that foliowing said last mi‘ntioned 
ordei' petitioner made re<|ni‘sl to the Examin(*r of Inter- 
fei'cnces that the latter set a time for so-called “rebuttal” 
by })etitioner to reliut the i-ebiittal ti'slimony of' Thomas 
and Lucas, whermipon tin* Idxainini*!’ of 1 ntei’f(*rc*nc(‘s ren¬ 
dered a decision dati'd Ma\ lb, PO'Jtl, wherein in* Judicially 
determined that nndi'r the I'iI'eimisianei's pi'titioiK'r was not 

I'lititled to take fni’tiier so-called “r(‘biiltaP’ testi- 
27 mony, all as ap})ears by a copy <>f •'^‘‘dd decision an¬ 
nexed lu‘rc‘to as Exhibit 2. 

(7) ^riiat he* admits tha.t lollowing said last mentioned 
decision of tin* Examiin*!' of 1 nl(‘]'ferences p(*titioner peti¬ 
tioned the Commissioni*!’ of Patents, se(*king a I'eview and 
reversal of said decision of t!ie Examiin*!* of Interferences 

I 

and reeiuesting that tin* ('omiiiissionei* of Pat(*nts set time 
for the so-called ‘‘ r(*])uttaP’ ti'stimony, wliicli p(*tition was 
denied, as ap])(*ars by tin* d(*cision of tin* Commissioner of 
Patents, Exhibit i>, altaclied te) tin* petition hei'ein. 

(8) '^Idiat he denies that tin* !*]xaminer of Interferences 
or the (^ommissioin*r of Patents failed to perform any minis¬ 
terial duty in refusing to lix a time for the so-called, “rebut- 
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taT' Ivsliiaony ol' pctiiionci-, lait, <ni llu* contrary, n'spoiid- 
eiit avers that hotli tlu* Mxaniiiicr of Intcrrcrciiccs and the 

(Commissioner of Patimts I'nllv ami cai'ei'nilv considered 

• • 

the (pu‘sti(>n wluaher nnder tin* circnnistanc(‘s ])(‘titioiier 
was entitl(‘d to tak(‘ so-called “rehnttal" testimonv in re- 
biittal of t!i(‘ rei)nttal testimonv ot‘ 'riiomas and Lucas, and 
tliev both indiciallv d(‘termimMl tliat ])i‘tition(*r was not so 
entitled, tin* (h‘c:sion of the (’oinmissioner ot' Patents 
])ointini;' ont that what peiitiojier was really scn'kini;' was 
an opportunit}' to tak(‘ snrr(‘bnltal testimony, and said de¬ 
cision provided tlnil slionld tlu* rebuttal by 'i'homas or i)y 
Lucas “])(• oT siu'li a cliaractei- as to waia^ iit surrebnttal on 
])ehair of Searl, a further r(‘fiues( or motion may l)e pre¬ 
sented." 

(D) That h(‘ admits that after 'riiomas and Lucas liad 
taken their testimony in I'ebutlal of p.‘titioner's new ])rima 
facie testimony, ])et!t ioner tiled a motion before* the Lxam- 
iner of lnterf(*r(*nce- for lea\'e to take furtlu*r lt*stimony, 
called “rebuttal," but in reality surre'bultal, accompany- 
ini*' the motion with aflida\'its of the witiu*ss(*s whom he pro- 
])osod to examine settiiu^' feu-th the alle,u’e*d facts 
128 which lu* ])]-opose‘d to prov«*, all as ap])ea]’s from 
Kxhibit a.tta.ched to the ])etition lu*i’ein: and re¬ 
spondent admits tiiat tin* Lxaniiu'*!* of 1 nterfei’ences denied 
said motion in his decision, Lxhibil i> attached to tin* ])(‘ti- 
tion herein. 

(10) That he admits that petitieuiei* to«)k an app(*al from 
the last nn‘ntioiu*»l deeision of the laxamim*!* of Int(*rft‘r- 
ence*s to tlu* (’oinmis^iom*!' of lhit(*nts. tlu* <h*cis]on of 
the (Commissioiu*r (»f i\-it<‘nts beinu found in Inxliibit L at¬ 
tached to tlu* petition herein. 

(11) That he denies that the iaxandner of 1 !iterf(*renc(*s 
or tin* (Coinniissiouer of lhatenis !*<'fused to perfortn any 

ministerial diitv in (h*n\‘in'T i>et itioiu'r’s motion for h‘avi‘ 

• • « 

to tak(* the ])roposed t<‘stimonv, but, on tin* contrary, 
res])ondent a\’ei*s that both tli'* Lxamimu* »>f i nterf(‘ia‘iu*es 
and the (’ommissioiu*!* of Patents fidly and car(*fnlly con- 
side]*(‘d tlu* «pU‘stion whether und(*r tlu* iac'ts ol tlu* case* 
and tlu* law aj)])licabh* thereto, tine p«‘tilion(*r was (*ntith*(l 
to take tlu* spi*cl!ic* t(‘slimony wlileli ])etition(*r pro])os'*d to 
offer, and tliey both judicially del* I’mine'i tliat peiitiom'r 
was not so entitled. 
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(12) That he denies that if there was error in the de¬ 
cisions tliat petitioner had not made out a case for taking 
of the proposed testimony in rebuttal of the rebuttal testi¬ 
mony of Thomas and Lucas, petitioner is \\dthout any 
otlier legal remedy or appeal save by way of a writ of 
mandamus, and avers (a) that such decisions are review- 
able by the Court of Appeals of the District of Columbia 
if and when the case is appealed to said court, as provided 
by statute, and (/;) that petitioner has the right immediately 
to move to su])press the testimony taken by Lucas and 
Thomas in r(‘])uttal of petitioner’s new prima facie testi¬ 
mony, if such rebuttal tes.timony is not proper rebuttal, 
or in any way transgresses the special order permitting 
Thomas and Lucas to take such testimonv. 

29 (13) That he admits that the question whether or 

not the testimony which petitioner j)roposes to pro¬ 
duce is acce])ted or rejected is merely a matter of dis¬ 
cretion or judicial determination on the part of the Com- 
missioiKu* of Patents, and he avers that he has exercised 
his disci'etion in this matter and has judicially determined 
that the specific testimony which petitioner proposes to 
produce is not admissible at this stage of the, case and 
should be rejected, as appears from the decisions of the 
Kxaniine]* of Intc'rferences and of the Commissioner of 
Patents, Exhibits D and E attached to the petition. 

(14) And now having fully answered the petition respon¬ 
dent prays that the rule to show cause against him be dis¬ 
charged and that the petition be dismissed with reasonable 
costs to the respondent. 

THOMAS E. KOBERTSOX, 

C<)}n miss loner of Patents. 

T. A. HOSTETLER, 

Attorney for Respondent. 


(Signed) A. 1). SALINGER, 

84 St(il<‘ St., Rfhston, Mass.^ 

Of Oonnstd for Respoj/denf. 


Plsri.'lCT OF COT.UIUBIA, 

C/7/y of WasJihfyton, ss: 

1, Thomas E. Rob(‘rtson, b(‘ing duly sworn, on oath de- 
iK)se and say that I am the (Commissioner of Patents; that 
i have read the foregoing answer by me subscribed and 
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know the contents thereof; that the matter and things 
therein stated of my own knowledge are true and tliose 
stated on information and belief 1 believe to be true. 

THOMAS E. ROBEKTSOX. 

30 Subscri])ed and sworn to before me this 4th day 
of September, 1926. 

[notarial seal.] FLORENCE M. HORIGAX, 

X of ary Public in and for District of Columbia. 

31 Exhibit X^o. 1. 

Filed Septem])er 4, 1926. 

United States Patent Office. 

Interference No. 49,507. 

Searl 

V. 

Thomas. 


(Mailed April 10, 1926.) 

Counsel for Thomas ask that certain witnesses wlio a])- 
peared and testified for Searl on rebuttal be n^called for 
cross-examination bv counsel for Tliomas. The names of 
these witnesses are specified in the communication filed in 
tliis offic(‘ A])ril 6, 1926. This re(piest is o])])osed on ])ehalf 
of tile party Searl. 

Tlie record in this interference shows that a motion was 
brouglit by SiRirl to reopen the interference in order tliat 
Searl might submit new and additional prima facir jiroofs. 
Tliis motion was denied bv the examiinn* of interferences. 
On a])peal to the Commissioner it was held tliat Searl was 
entitled to the relief sought. Notwithstanding the fact that 
Searl had brought this motion to reopen he went ah<‘ad and 
introduced the ])ro])os(Ml testimony during his time for tak¬ 
ing rebuttal and while the motion to reopen was pending. 
The First Assistant (Commissioner in his decision of March 
16, 1926, granted the motion of Searl and said: 
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‘‘The examiner of interferences will take the necessary 
steps to have the testimony introduced as a part of the 
l)arty Searl's prhna fade showing.'” 


In accordance therewith the order of ^larch 26, 1926, was 
entered by the examiner of interferences. 

At the time Searl took his rebuttal proofs, counsel for 
Thomas objected to the introduction of these prima 
52 fad<' ])roofs as a part of Searl’s rebuttal and 
promptly moved to strike out such testimony as 
impro])er rebuttal. In the action of March 26, 1926, the 
examiner of interferences declined to strike out !this testi¬ 
mony believing it would be more expedient to allow it to 
stand since the First Assistant Commissioner had granted 
the motion of Searl to reopen. 

The objection by counsel for Thomas relative to the re- 
i)uttal testimony of Searl is believed to have been a proper 
one and ])articularly so in view of the fact that there was 
a motion to reopen brought by Searl. A strict construction 
of the practic(‘ would properly have called for a^ granting 
of the motion by Thomas to sup])ress the rebuttal testimony 
b(‘cause improper. Such course, however, did not app(‘ar 

whollv necessarv in view of the action of the First Assist- 

* • 

ant (’ommissioner. Under all the circumstances'disclosed 
by tlK‘ i‘(*cord it is believed that counsel for Thoma.s is 
entitled to hav(‘ the witn(‘sses Plurke, Belcher, Roth, Schulz 
and Vouse rcM-alled for cross-examination since wliat was 
i!n])i-opei’ rebuttal has b(‘en included by the ofYice as a part 
of Searl's priaia fade proofs. The party Searl is th(‘re- 
fore directed to ])roduc(* the above named witiu‘ss(‘s ft)r 
eross-(‘.\ainination bv conns(‘l for Thomas within the next 
thirty days. U])on failui*e to ])roduce such witnesses for 
ci-oss-examination th(‘ t(*stimonv given ])v these witnesses 
in I’ebuttal will lx* su])pressed. The times for taking testi¬ 
mony ar(‘ I'esnunxl and i'(*s(‘t as folows: . 

Producing of Searl's witn(‘sses for cross-examination l)y 
'Fhomas to expire ?^lay 10, 1926. 

K(‘buttal by Thomas to (‘X})ire June 10, 1926. 

Final heai*ing August 25, 1926, at 11 .\. M. 

II. I. HOUSTON, 
Examiner of Interferences, 
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33 P]XHIBIT Xo. 2. 

Filed 8e])tember 4, 192(). 
United States Patent Ofiice. 
Interference Xo. 49,r)d7. 


Searl 


V. 

T UOM.\S. 


(Mailed May lo. 1926.) 

The ])arty Searl asks that time be* assii>-ned to him for 
rebuttal testimony. Attention is dii-ected to the fact that 
the tini(‘ was assi<>-ned to S(‘arl for taking- rebuttal testi¬ 
mony and that Searl took rebuttal testimony during,* that 
period. In the decision of A])i'il 10, 1926, it is to be noted 
tliat the ])arty Thomas was assiu-ned time for r(‘!>uttal 
(Oily said time bihnii’ assi^'iied t'or th(‘ ])ur])()S(‘ ot' rc'bultiiiT 
the prhiia facie ])roofs of Si‘arl adduced during- his rc‘i)uttal 
testimony. As Thomas was u-iveii no further opportunity 
to produce jH’i)Ha facie ])roofs there is no occasion for 
assii>-nin,e' tinu^ to Seai'l for rebuttal oi* for surr(‘buttad. 

The reipiest is therefore denied. 

II. I. iiorsTox. 

Kxaatiacr af Jnfcyferences. 


.‘>4 Order Deiufiinj Midioit fn Issae the \Vrii. 

Filed Sept('mber 24, 1926. 

This cause came on to be heai-d u])on the Petition, the 
Pule to Show Uause. the Answer to said rule and petition 
and .Motion to issue* the AVrit notwithstanding* tlie Answer, 
And a.ftei* ai'gument by tin* i‘es]H*ctive attorneys of rec¬ 
ord was submitted to the Court, 

Whereupon the same having been considered it is ordered 
that said Motion be and the same is hereby denied. 
Thereupon the Relatoi* by its attorney elects to stand 
upon the Pleadings: 
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Wherefore, it is considered and ordered that relator take 
nothing by this action, that respondent go hence without 
dav, be for notliing held and recover of the relator his cost 
of defense to be taxed bv the Clerk and have execution 
thereof. ■ 

From the foregoing judgment, the relator, by his attorney 
ill open court notes an appeal to the Court of Appeals of 
the District of Columbia, whereupon the maximum of an 
undertaking for costs is hereby fixed in the sum of 
35 $100.00 with leave to deposit the sum of $50.00 with 

the Clerk in lieu thereof. 

WEXDELL P. STAFFORD, 

■ Justice. 

Approved as to form. 

II. A. TOULMIN, Jnr., 

Per .M. H. B., 

MORGAN H. BEACH, 

Attorneys for Relator. ; 

Memorandum. 

October 14, 1926.—$50 deposited by plaintiff in lieu of 
appeal bond. 

Designation of Record on Appeal. 

j 

Filed October 28, 1926. 

To the Clerk: ; 

I 

Please include in the transcript on appeal to be sent to 
the Court of Appeals of the District of Columbia, the fol¬ 
lowing : 

1. Petition and exhibits. 

I 

2. Answer and exhibits. 

3. JudgTnent. 

o ' 

4. This designation. 

H. A. TOULMIN, Jr., 

Per MORGAN H. BEACH, 
SAMUEL F. BEACH, 
Attorneys for Clinton M... Searl. 
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3G Service of tlie a])ove a ckn owl edited tliis 28 dav of 

October, 1926 and desiirnatioii satisfactory. 

T. A. HOSTKTLKR. 
A.'<sif/n)n<'uf of Errors. 

Filed December 30, 1926. 

Tlie Court erred in: 

1. ])iscliari>*iii<;- tlie rule. 

2. Xot makine: the rule absolute. 

3. Kefusins: to com])cI res])ondent to set a time for the 
takim;- of relator's rebuttal testimony. 

4. Dismissing* the petition. 

H. A. TOULMIX, Jr., 

Per B., 

MOKGAX 11. BEACH, 
Attorneifs for liclafor Clinton M. Searl. 

Service of copy of above assignment of errors accepted. 

T. A. HOSTETLER, 

Afforneif for Conimissioner 

of FafenfSy Respondent. 
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Supreme Court of the District of Columbia. 


Fnited States of America, 

District of Columbia, ss: 

I, Frank E. Cunningham, Clerk of the Sipireme Court of 
the District of ('olumbia, hereby certify the foregoing pages 
numbered from 1 to 36, both inclusive, to be a true and cor¬ 
rect ti'anscript of tin* record, accoi'ding to directions of 
counsel lu‘rein hied, (' 0 ])y ot which is made ])art of this 
transcript, in cause Xo. 71S71 at Law, wherein The United 
States, cx relatione, Clinton H. Searl is Petitioner and 
Thomas E. Robertson, Commissioner of Patents, is Re¬ 
spondent as the same remains upon the hies and of record 
in said Court. 
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T. E. KOBERTSON, COMMISSIONER OF PATENTS. 

In testimony whereof, I hereunto subscribe my name and 
affix the seal of said Court, at the City of 'Washington, in 
said District, this 11th day of January, 1927. 

[Seal Supreme Court of the District of Columbia.] 

FRANK E. CUNNINGHAM, 

Clerk. 

Endorsed on cover: District of Columbia Supreme Court. 
No. 4551. The United States ex relatione Clinton M. Searl, 
appellant, vs. Thomas E. Robertson, Commissioner of Pat¬ 
ents. Court of Appeals, District of Columbia. Filed Jan. 
12, 1927. Henry W. Hodges, clerk. 
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Court of Appeals of the District of Columbia 


The United States Ex Relatione 
Clinton M. Searl, 

Appellant, 

—V.— / Appeal from the 

y Supreme Court of the 
Thomas E. Robertson, j District of Columbia. 

Commissioner of Patents. / 


BRIEF FOR PETITIONER-APPELLANT 

This is an appeal from the jiid^^ment of the Supreme 
Court of the District of Columbia denying- a petition 
for writ of mandamus directed to the Commissioner 
of Patents to compel him to hx the time for and per¬ 
mit the taking of rebuttal testimony by a junior party 
in a Patent Ofiice Interference after having fixed the 
time for and permitted the taking of the defense tes¬ 
timony by the opjionent of the junior party. 

The petitioner-aiipellant is seeking the perform¬ 
ance by the Commissioner of his ministerial duty of 
fixing such time and giving such opportunity for! the 
taking of the rebuttal testimony by the plaintiff-junior 
party to meet the defense testimony of his senior op¬ 
ponent. 

The petitioner-ajipellant is seeking a complete rec¬ 
ord by the inclusion of the rebuttal testimony in order 
that this Court, when it accords a hearing on appeal, if 


January Term, 1927. 

At Law, No. 4551. 
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WHAT SKARL DOKS NOT ASK FOR—BASIS OK PETITION—FACTS— 
SEARI/S NEW TESTIMONY INTRODl'CED AS PRIMA FACIE 

that is necessary, may have a complete record for the 
proper and fair dis])osition of the cause. 

What Searl Does NOT Ask for. 

Searl is not askinj^ for any ruling* by this Court as 
to admissi])ilitv of testimony as rebuttal. The ulti- 
mate consideration of such testimony is ])urely a dis¬ 
cretionary matter and could not ])roperly be asked for 
by mandamus. 


Basis of Petition. 

This ])etition rests upon two i^rounds: 

(A) Uj)on the substantive ri^’ht of every lit- 
ii^ant who is in the position of a ])laintitT to have 
the o])portunity of introducing^ rebuttal testi¬ 
mony. 

(I)) Upon the substantive rii^ht of every lit- 
ii^ant to have a Court ])roceed to hear a cause in 
accordance with the substantive rii^iits and estab¬ 
lished rules of law to record all the testimony and 
preserve a conijilete record for ai)])eal. 

Facts. 

Searl is a junior jiarty in a Patent Office Interfer¬ 
ence: Searl, therefore, is in the ])osition of i)laintifif, 
and has the burden of ])roof with the ri^ht to o])en and 
close. 

Swint;*lehurst v. l>allard, 258 F. 973 (A])]). I). C. 
1919). ' 


Searl’s New Testimony Introduced as Prima Facie. 

Certain testimony of Searl was s])ecifically ordered 
by the Commissioner of Patents to be introduced in 
the Interference in Searl's case as a part of ScarFs prima 
facie testimony and the senior party was given time with- 
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SEARL’S NEW TESTIMONY INTRODUCED AS PRIMA FACIE 

in which to present defense testimony, which has been 
done. 

That Searl's new testimony was introduced as prima 
facie by the Commissioner's order is admitted in the 
Answer. 

See paragraphs 4 and 5 of the Answer as follows: 

“* * * upon appeal to the Commissioner of 

Patents, the Examiner of Interferenees was direeted 
to admit, as a part of petitioners prima faeie ease, 
the nezv prima faeie testimony zvhieh petitioner had 
already taken in his time for rebuttal, all as appears 
by the decisioti of the Commissioner of Patents, Ex¬ 
hibit A, attached to the petition. 

“(5) That he admits that following’ the said 
decision of the Commissioner of Patents, the Ex¬ 
aminer of Interferences entered orders in'said 
interferences jiermitting the new prima facie tes¬ 
timony of petitioner to be introduced as part of peti¬ 
tioner s prima faeie ease * * 

The First Assistant Commissioner, in his decision 
of March 16, 1926, granted the motion of Searl, and 
said: 

'‘The E.xaminer of Interferences will take the 
necessary stej^s to have the testimony introduced 
as a part of the party's prima facie showing.’^ 

The Commissioner of Patents declined, however, to fix 
the time for the taking of rebuttal testimony by Searl in 
re])ly to the defense testimony of his opponent. (Ex¬ 
hibit “11" attached to the Petition and Paragraph 7 of 
the Answer.) 

The statement that Searl asked for the setting of 
time for surrebuttal ( Answer, Paragraph 8) is untrue, 
instead of pure rebuttal. Such a statement is a mere 
subterfuge. 
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SEARL’S NEW TESTIMONY INTRODl'CED AS PRIMA FACIE 

To repeat, the issue here is the ri^ht of Seaii to 
have the Commissioner of Patents fix the time for taking 
rebuttal testimony and the opportunity to present his re¬ 
buttal. Whether the testimony Seaii will present will be 
acceptable or not cannot he raised here, as that is a 
discretionary matter within the jurisdiction of the 
Commissioner of Patents, and until the rebuttal tes¬ 
timony is ])resented that (jiiestion is premature. That 
last (juestion is not now and cannot he raised in this 
Court. 

The fixino-of time for takin^^ the rebuttal testimony, 
however, is a ministerial duty of the Commissioner 
founded upon a substantive ri^c^ht of a plaintiff and is a 
])art of the fundamental ])roccediniys in any cause, 
which the Commissioner of Patents, like any other 
judicial officer, can be com|)elled to: 

(a) Fix time for rebuttal. 

(b) Allow the rebuttal testimony to he taken 
for the record. [He can reject it in makin^^ his 
own decision if he desires, but this Court has a 
ri«^ht to see it.] 

When the Commissioner of Patents fixed the status 
of the party Searl's testimony as ])rima facie testi¬ 
mony, then there remained to him only the exercise of 
a ministerial duty of fixinp^ the time for the taking; of 
defense testimony and the time for takin^* rebuttal tes- 
timonv. 

He discharo^ed that ])art of this ministerial duty by 
fixing the time for defense testimony, but refused to 
fix the time for rebuttal testimony. 

The fixing of the time for rebuttal testimony is a 
ministerial act. Such fixing of time has nothing to do 
with the later exercise of discretionary powers as to 
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AUTHORITIES—REBUTTAL A RIGHT 

» 

whether or not he will consider the rebuttal testimony 
presented by Searl in arriving at his own decision. 

But the rebuttal testimony must be recorded for 
appellate purposes. 

\Vc arc asking solely for the exercise of the ministerial 
duty of the Commissioner of Patents to fix the time for 
taking rebuttal testimony in accordance with the substan¬ 
tive rights of every litigant. 

Authorities. 

Authorities are am])le upon the two propositions, 
u])on which this ])etition for mandamus is based. 
These ])ro])ositions and the authorities are as follows: 

(A) The fixing of time for taking rebuttal tes¬ 
timony is a substantive right zvhich cannot be denied 
any litigant; it is a ministerial duty of a Court. It 
has nothing to do with the judgment of the Court as 
to zvhether testimony so taken is considered by that 
particular Court in arriving at its decision. 

Rebuttal a Right. 

"'Rights under our system of law and procedure do 
not rest in the discretionary authority of any officer.^’ 

In Re: Holland Parker, 131 U. S. 221. 

“Sect. 466a. Order of Topics; Discretion of the 
Trial Court. So far as the evidence of the opponent 
is to be explained away, contradicted, or otherwise 
refuted, by any process which consists of merely in 
diminishing or negativing its force, the original party 
has the right to do this, either by a re-examination 
following immediately upon the cross-examination of 
his witness, or by nezv zoitnesses called in rebuttal 
after the opponenfs ozvn evidence has been, put 
in. * * 

In Re: Greenleaf on Evidence, 16th Ed., p. .600. 
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"For matters properly not evidential until the re¬ 
buttal, the proponent has the ri()ht to put them in at 
that time, and they are, therefore, not siil)ject to the 
discretionary exclusion of the trial Court/’ 
lVi(jniore on lii'idenee, 2nd 1/d. S. 1874 (4). 

“Sect. 379 (2, Ri^ht to Test Adversary's Case): 
(b) Rebuttal .—A party has a legal right not 
only to test bv cross examination or otherwise, the 
case made by his oi)])onent, at any statue: it is a fur¬ 
ther part of the right, at pre.sent under considera¬ 
tion, that he should be at liberty to introduee evidenee 
to offset any affirmative matters on zvhieh he relies. 
In other words, each litigant has a right to re¬ 
buttal. W’hile evidence in chief is, when ])ro])erly 
used as a single stage, that of a rebuttal may be 
several. The general rule of admission is several. 
W'henever a ])arty at a particular stage of re¬ 
buttal, original or subscciuent, introduces t(') the 
attention of the tribunal new matter, or a new 
aspect of old matter, the right to a subsequent stage 
of rebuttal to meet it enures to the benefit of the 
original pleader:—and so on, until the supply of rele¬ 
vant facts is exhaiLsted.’’ 

“* * * IVhile a)i opportunity for reasonable 

rebuttal is a matter of substanthe right, which it is 
the administration duty of the Court to protect, the 
judge, as a question of administration, determines 
what range of evidence is reasonable at this stage 
under the circumstances of the case.” P. 505 et 


se(|. 

"The Modern Laze 
Vol. 1. 


of Fz'idence," 


Chamberlayne, 


“Sect. v361 (1, Right to Prove Ope's Case: (a) 
Order of Stages: Right to Open and Close: Actor 
Has Right. 

“Wdth these infrequent exceptions, however, 
the rules of ])ractice award the right, from obvi¬ 
ous considerations of fairness, to the ])arty hav- 
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CONCLUSIONS ON PROPOSITION (A)—NECESSITY FOR COMPLETE 

APPELLATE RECORD 

in<^ the burden of proof. The burden of establish¬ 
ing^ the truth of the proposition under investig'a- 
tion bein$^ on him, he is in a position to ask that 
whatever advantag'es there may be in presentin«^ 
the case in its first, fresh aspect to the unwearied 
minds of the trilnmal, or having the last word, 
involving the o])])ortunity of hearing all his oppo¬ 
nent has said, should be granted to him.” 

P. 469, Chambcrlaync, \'ol. 1. 

“In fact, the erroneous decisions of a Court 
upon iireliminary (piestions, which induce! it to 
jiroceed further, may be reviewed by the writ, if 
such (juestions are c|uestions of law, and also 
when such (lucstions arc (luestions of fact^ pro¬ 
vided the general nature of the duties whose ])er- 
formance is sought by this writ are consideix^d to 
be ministerial, and the law did not intend the 
decision of the lower Court on such jireliminary 
matters to be final.” 

Mcrill on Maiidaiuits, p. 258. 

Conclusion on Proposition (A), 

The foregoing distinguished authorities on the law 
of evidence are universal in their position based u])on 
copious authority that the right to have a time within 
which rebuttal testimonv can be taken is a substantive 
right zehich cannot be denied by any Court. It is not a 
matter of discretion, but is simply a ministerial duty. 

The acts of discretion of the Court arc not called for 
until the plaintiff Searl starts introducing testimony 
during the time so fixed, which question is not in issue 
here. 

Necessity for Complete Appellate Record. 

{B) Where a Court declines to arrange for the 
reception of evidence in a case, that is, fixes the time 
for receiving it and accepting or rejecting it, mdnda- 
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XECESSITV FOR COMPLETE APPELLATE RECORD 

uiiis lies. A Court can be com pelted by mandamus 
to hear a cause or proceed zeith its hearing. Fixing of 
time for rebuttal testimony and time for making the 
rebuttal record is a part of the proceedings to hear a 
cause, and the testimony zehen offered must be 
recorded. 

The f()re«()ini>’ proposition has l)een established 
many times by the Supreme Court of the United States 
in mandamus cases. Mandamus is essential in cases 
like this in order that the record may be made com- 
])lete in the ])erformance of the Court's ministerial 
duties before error or appeal, otherzeise an incomplete rec¬ 
ord zeoiild be presented to the upper Court and depriz'c it 
of its proper functions of complete rez'iezv of the cause 
b cloze. 

Hence, the Su])reme Court has frecjiiently an¬ 
nounced this rule. 

“Power to issue the writ of mandamus to the 
Circuit Courts is exercised by this Court to com- 
])el the Circuit Court to ])roceed to a final judg¬ 
ment or decree in a cause, in order that this Court 
may exercise the jurisdiction of review given by 
law.” 

Insurance Co. v. Comstock, 16 Wall. 258, 270. 

Mandamus lies to com])el a Court to hear a cause or 
])roceed with its hearing in accordance with the estab¬ 
lished rules of ])rocedure. 

“The right of mandamus lies, as held in Ex 
Parte Parker, 120 U. S. where an inferior 
Court refuses to take jurisdiction when, by law, 
it ought to do so, or where, having obtained jur¬ 
isdiction, it refuses to proceed in its exercise.” 

In Re: Holland Parker, 131 U. S. 221, 226. 
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FIXING OF TIME FOR TAKING TESTIMONY NOT DISCRETIONARY 

Likewise, the Supreme Court of the United States, 
as in Work v. Rives, 267 U. S. 175, 184, stated th6 rule 
as follows: 

“Lane v. Hoo^lund, 244 U. S. 174, Ballinger v. 
Frost, 216 U. S. 240, (iarfield v. Goldsby, 211 U. S. 
249, Roberts v. United States, 176 U. S. 221,: But- 
terworth v. Hoe, 112 U. S. 50, United States v. 
Schurz, 102 U. S. 378, were all cases in which the 
Court found that all the conditions had been ful¬ 
filled upon which the relator in the mandamus 
was entitled to call upon the officer to do an act 
benehcial to the relator and that the act was thus 
a ministerial duty, as in the Kendall Case/' 

Where there is authority to hear a cause, notice and 
opportunity of hearing in defense are absolute pre¬ 
requisites of the exercise of judicial authority. Such 
opportunity of hearing is denied by the Commissioner of 
Patents in the Interference noie under consideration, be¬ 
cause he has refused to fix the time during which the 
opportunity for such hearing and presentation of defense 
may be had. 

Work V. Rives, 267 L'. S. 175, 184. 

In Garfield v. Goldsby, 211 U. S. 249, 261, it was 
held: 

“Since Marbury v. Madison, 1 Cranch 137, it 
has been held that there is a distinction between 
those acts which recjuire the exercise of discretion 
or judgment and those which are purely minis¬ 
terial, or are undertaken entirely without author¬ 
ity, which may become the subject of review in 
the Courts.” 

Fixing of Time to Take Testimony Not Discretionary. 

The situation of the present petitioner is well set 
forth by the Supreme Court of the United States in 
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FIXING OF TIME FOR TAKING TESTIMONY NOT DISCRETIONARY 


Work V. Rives, 267 U. S. 175, 184, where Mr. Chief 
Justice Taft said: 


“There is a class of cases in which the relator 
in inandainus has successfully soui^ht to C()nii)el 
action by an officer who has discretion concededly 
conferred on him bv law. The relator in siieJi eases 
does not ask for a deeision aiiy partienlar zeay, but 
only that it be made one zeay or the other. Such 
ca.ses are Louisville Cement Company v. Interstate 
Commerce Commission. 246 U. S. 638, and Inter¬ 
state Commerce Commission v. Humboldt S. S. Com- 
])any, 224 U. S. 474. They follow the decision in 
Commissioner of Patents v. Whitely, 4 W'all. 522. 
They are, analoj^'ous to Hohorst, Petitioner, 150 U. S. 
653: Parker, Petitioner, 131 U. S. 221: Lx Parte 
Parker, 120 U. S. 737, and others which hold that 
mandamus may issue to an inferior judicial tribunal 
if it refu.ses to take jurisdiction when, by law, it 
oug'ht to do so, or zehere, haz’ing obtained jurisdic¬ 
tion, it refuses to proceed in its exercise." 


This same «‘eneral situation arose in another case 
considered by the Supreme Court of the Hnited States, 
Mr. Justice \’an Devanter speaking;* for the Court, 
where the Court found that where the duty sou$^'ht to 
be enforced is plain, non-discretionary and the situa¬ 
tion exii>*ent. mandamus should issue. To meet the 
objection of the res]:)ondent that the judicial or execu¬ 
tive ofticer’s action was discretionarv, the Court said: 


“Every executive officer whose duty is ])lainly 
devolved u])on him l)y statute mi^^ht refuse to per¬ 
form it, and when his refusal is brought before 
the Court he might successfully ])lead that the 
performance of the duty involved the construc¬ 
tion of a statute by him, and, therefore, it was not 
ministerial, and the Court would on that account 
be powerless to give relief. Such a limitation of 
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EQUITY RULE No. 46 

the powers of the Court, we think, would be inost 
unfortunate, as it would relieve from judicial 
supervision all executive officers in the perform¬ 
ance of their duties, whenever they should plead 
that the duty recjuired of them arose upon the 
construction of a statute, no matter how plain its 
lan«'ua$^e, nor how plainly they violated their duty 
in refusin^: to perform the act recjuired/’ 

Lane v. Hoo;lund, 2-14 U. S. 174, 182. 

Equity Rule No. 46. 

Patent Office Interferences are taken in pursuance 
of the ecjuity rules of the United States Courts. The 
])rocedure in the Patent Office, in view of the fact that 
all testimony is taken by deposition, is to allow the 
testimony to be taken C()m])letely by deposition' and 
be recorded, whereupon the objecting party, having 
already noted his objections ui)on the record during 
the taking of the de])osition, can take proper steps to 
have the Patent Office decide whether it will consider 
the testimony or not, but the testimony is preserved 
in the record for each one of the tribunals in the Pat¬ 
ent Office to pass u])on and for this Court, so that,this 
Court will have a complete record. 

Ecluity Rule 46 on this subject states the procedure: 

“When evidence is offered and excluded and the 
party against whom the ruling is made excepts 
thereto at the time, the Court shall take and 
report so much thereof, or make such a statement 
respecting it, as will clearly show the character 
of the evidence, the form in which it was offered, 
the objections made, the ruling and the excep¬ 
tion.’’ 

The purpose of this rule is to have a complete rec¬ 
ord for the Appellate Court. The rule was designed 
for open Court testimony, but, in the case of deposi- 
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COMMISSIONKR HAS VIOLATED OWN' MINISTERIAL RULE IIS 

tions, both in the Federal Courts and in the Patent 
Office, the depositions are taken within the times ar¬ 
ranged and then, when offered, the trial Court can 
receive or reject them, but must record them for Ap¬ 
pellate review. 

Under Fcjuity Rule 47, it is specifically provided that 
there shall be o])portunity for rebuttal. The rule says: 

“All dei)ositions taken under a statute or under 
anv such order of the Court, shall be taken and hied 
as follows unless otherwise ordered by the Court or 
Judge for good cause shown: 

“Those of the ])laintiff within sixty days from 
the time the cause is at issue: those of the defend¬ 
ant within thirty days from the e.x])iration of the 
time for tiling of the ])laintiff's de])osiiions: and 
rebutting depositions by either party within twenty 
days after the time for taking original depositions 
e.xpires."' 

Commissioner Has Violated Own Ministerial Rule 118. 

The Commissioner of Patents has a rule for the 
guidance of his Office, which is purely ministerial, car- 
rving out the established rights and rules of law. 

It is such a rule that his I^'xaminer of Interferences 
has violated in the present case. 

It reads: 

“Times will be assigned in which the junior 
applicant shall complete his testimony in chief, 
and in which the other ])arty shall complete the 
testimony on his side, and a further time in zehieh the 
junior applieant may take rebutting testimony. * * 

Unless the established rules of the Office are en¬ 
forced, the rights of the contestants will never be se¬ 
cured. 


Xeal & Adams v. Daniels, 1871 C. D. 156. 



13 


UNWARRANTED EFFORT TO DISCUSS NATURE OF TESTIMONY 

BY RESPONDENT 

Unwarranted Effort to Discuss Nature of Testimony by 
Respondent. 

The respondent, well knowins^ that the nature of 
testimony cannot be projierly considered by this Court 
on mandamus, has endeavored, in his response, 
throug’h the efforts of his counsel, to intro¬ 
duce the question of rebuttal and surrebuttal and the 
nature of the testimony to be taken. (Para^s^raphs 9, 

I 

10, 11, of the Answer.) This has nothing to do zvith the 
present petition for niandanins. i 

This niandanins petition is solely for an order to have 
the time for rebuttal testimony to be fixed. 

When that time is so fixed, then the decision of the 
Examiner of Interferences as to whether the testiniony 
presented during that time is rebuttal or surrebuttal is 
discretionary. 

I>ut the record of the testimony will have been* 
made; this Court can then properly pass upon the 
accuracy of the Patent Office decision involving the 
testimony. 

Also, in paraf^ra])h 11 of the response, the respond¬ 
ent, throu.c^h his counsel, endeavors to introduce 
the (juestion of the motion for leave to take the pro¬ 
posed testimony. That motion is not involved here. The 
only action of the Patent Office involved here is the 
motion of the petitioner or petition to the Commis¬ 
sioner to fix the time for the takin«^ of the rebuttal tes¬ 
timony. The motion for leave to take the proposed 
testimony was addressed to the discretion of the Com¬ 
missioner, whereas the motion or petition for the fix- 
ino^ of time to take testimony was a request for him to 
exercise his ministerial powers. 
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PETITIONER IS WITHOUT OTHER LEGAL REMEDY OR APPEAL 

Petitioner is Without Other Legal Remedy or Appeal. 

The res])()ndcnt takes the position that this erron¬ 
eous refusal of the Commissioner to exercise his min¬ 
isterial powers in fixing the time for taking the tes¬ 
timony is reviewable by the Court of A])peals for the 
District of Columbia. 

There are two answers to this i)roposition: 

(1) This Court cannot give an adequate remedy 
of appeal if the record is deficient. Hence, an appeal 
with such a record would not give Searl a fair hearing 
nor give this Court a fair record. 

The Su])reme Court of the United States has already 
held that the ministerial act of making a complete pro¬ 
ceeding should be compelled to be performed by manda¬ 
mus in order to give the Appellate Courts an opportunity 
to rerieze a eoniplete reeord: otherwise, the refusal of a 
Court to perform its ministerial duties, such as the 
fixing of a time for taking testiinony and the record¬ 
ing of it, would ])ermit the lower Court to deprive the 
A])pellate Courts of a complete record upon which a 
proper reviewing decision could be based. This power 
of arbitrary exclusion is not granted to the lower 
Courts and mandamus is proper to prevent any such 
course. 

The lower Court must proceed to exercise its juris¬ 
diction and hear the cause in accordance with sub¬ 
stantive rights. 

“The right of mandamus lies, as held in Ex 
Parte Parker, 120 U. S. 737, where an inferior 
Court refuses to take jurisdiction, when, by law, 
it ought to do so, or where, having obtained jur¬ 
isdiction, it refuses to proeced in its exereiscA 

In Re: Holland Parker, 131 U. S. 221, 226. 

“Power to issue the writ of mandamus to Cir- 
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RESPONDENT’S ERRONEOUS CLAIM OF DISCRETION ; 

ciiit Courts is exercised by this Court to compel 
the Circuit Court to proceed to a final jud«^ment 
or decree in a cause in order that this Court may 
exorcise the jurisdiction of reviezv given by law” 
Insurance Co. v. Comstock, 16 Wall. 258, 270. 
Work V. Rives, 267 U. S. 184. 

I 

(2) The second excuse of respondent is that the 
petitioner has the right to move to suppress the de¬ 
fense testimony taken in response to the petitioner’s 
prima facie testimony ordered introduced by theiCom¬ 
missioner as a ])art of petitioner's prima facie case. 
The respondent overlooks the fact that the defense 
testimony may be proper defense testimony in form, 
and, therefore, not subject to such a motion, zvhilc still 
being untruthful in fact and properly met only by rebuttal. 
It is the time and opportunity for such rebuttal that is 
•asked for by this petitioner, and that only. 

Respondent’s Erroneous Claim of Discretion. 

To exercise discretion, the Commissioner would 
necessarilv have to have before him the rebuttal tes- 
timony. This cannot be presented to him as testimony 
until the time has been fixed for taking the testimony and 
the rebuttal testimony is taken. 

Consequently, the respondent's statements in par¬ 
agraphs 6 and 13 of his Answer are groundless and 
erroneous because the opportunity for exercising dis¬ 
cretion has not yet arisen. The only opportunity that 
has arisen is that for the exercising of the ministerial 
functions of the Commissioner of Patents in fixing the 
time for rebuttal testimony. 

The attempt to exercise the discretionary function 
referred to in paragraphs 6 and 13 can properly and 
will only come about after the ministerial act of fixing 
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SURREBUTTAL QUESTION—Sl’RREBUTTAL ON SAME FOUNDATION 

OF LAW 

the time has been performed, the testimony has been intro¬ 
duced, and a motion is made by the defense to strike 
out the testimony as inijiroper rebuttal, if they should 
so consider it. 

The ])retense of an admission in para$ 2 ^raph 13 of 
the Answer of discretion as if it had been averred and 
admitted in the Petition, is a form of pleading mis¬ 
leading to this Court and certainly unworthy. 

Surrebuttal Question. 

The position is taken by respondent erroneously 
that this testimony of Searl is surrebuttal. That ques¬ 
tion cannot be raised in this Court because whether 
the testimony is surrebuttal or rebuttal can only be 
determined after the time has been fixed for rebuttal and 
the testimony has been taken. 

The threshold step is the ministerial act of fixing the 
time for rebuttal and the taking of the testimony. 

If the testimony is not pro])er rebuttal testimony, 
that is a matter that will have to be determined by the 
Commissioner only. 

Surrebuttal on Same Foundation of Law. 

Ilowevcr, the rights for surrebuttal are well fixed: 

“The rights of the non-actor on surrebuttal are 
analogous to the rights of the actor on rebuttal.’’ 

‘Alodern Law of Evidence,’’ Chamberlayne, 
\’ol. 1, page 316. 

Thus, even if the ])retense of this proposed testi¬ 
mony being surrebuttal is pressed, the rule of right 
again api)lies. 
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CONCLUSION 

Conclusion. 

Searl asks for one thins: onlv: 

An order directing the Commissioner of Patents 

To perform the ministerial act of fixing the time 

I 

for rebuttal and allowing him to so take it. 

Because such opportunity is a substantive right 
which cannot be denied bv anv Court, and because the 
Appellate Courts have a right to a full hearing below 
so that the Appellate Courts will not be deprived of an 
orderly, complete review. 

A lower Court can be compelled to proceed to com¬ 
plete a case in accordance with its ministerial act, and 
we ask that the Commissioner of Patents be so or¬ 
dered. 

H. A. TOULMIN, 

H. A. TOULMIN, Tr., 
MORGAN H. BEACH, 

Attornevs for the Petitioner- 
Appellant, Searl. 
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United States ex relatione-Clinton M. Searl, 

appellant 

V, 

Thomas E. Robertson, Commissioner of Patents 


BRIEF FOE APPELLEE 


STATEMENT OF THE CASE 

This is an appeal by Searl from the decision of 
Justice Stafford denying a petition for a writ of 
mandamus, nominally seeking to compel the Com¬ 
missioner of Patents to fix a time for the taking 
of certain so-called “rebuttal” testimony in two 
interferences (No. 49,507, Searl v. Thomas, and 
No. 51,762, Iredaie v. Searl v. Lucas) pending in 
the Patent Office; but actually the real and only 
purpose of the petition is to obtain a review and 
reversal of the decision of the Commissioner of 
Patents in his judicial capacity that, under the 
facts and law of the case, petitioner has no right 
to take that testimony. 
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There is no adequate statement of the case in 
appellant’s brief. The facts are ignored, and the 
brief gives a very misleading impression of the 
true situation here and the real question at issue. 
Brieflv, the facts are as follows: 

Petitionei*, Searl, is a junior party in the two 
above mentioned interferences. In these inter¬ 
ferences time was set in the regular way for Searl 
to take his testimony in chief, then for Thomas and 
Lucas to take their testimonv in chief and their re- 
buttal testimony, then for Searl to take Jus rebuttal 
testimonij; and in due course all such testimony 
was taken. Thus Searl had the opportunity to take, 
and he did talie, his j)roper rehiittal testimony. 
(See paragraph 3 of the answer, Rec. p. 20, and 
the decision of the Examiner of Interferences, 
Exhibit No. 2, Rec. p. 26.) 

After Thomas and Lucas had completed their 
testimonv in chief and their rebuttal testimonv, 
and after Searl had taken his rebuttal testimony, 
Searl moved for leave to introduce some ‘‘newly 
discovered” prima facie testimony, or testimony 
in chief, relating to his dates of invention, which 
motion was denied by the Examiner of Interfer¬ 
ences. Notwithstanding the adverse decision of the 
Examiner of Interferences, Searl proceeded to 
take this new testimony under the guise of rebuttal 
testimony, his time for the latter having not yet 
expired. Subsequently on appeal to the Commis¬ 
sioner of Patents, the Examiner of Interferences 
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was directed to admit, as part of Searl’s prima 
facie case, the newly discovered testimony which 
Searl had already taken in his time for rebuttal, 
as appears by the decision of the Commissioner of 
Patents, Exhibit A. (Rec. p. 6.) 

Following this decision of the Commissioner of 
Patents, the Examiner of Interferences entered 
orders in the two interferences permitting the new 
testimony of Searl to be introduced as part of 
SearPs prima facie case, said ordei*s setting times 
for rebuttal testimony by Thomas and Lucas, and 

I 

setting no time for Searl to take any further or 
‘‘rebuttal’’ testimony, as appears by the order of 
the Examiner of Interferences, Exhibit 1. (Rec. 
p. 24.) 

Thereupon Searl made request to the Examiner 
of Interferences that the latter set a time for him 
to take “rebuttal” to rebut the rebuttal testimony 
of Thomas and Lucas, whereupon the Examiner 
of Interference rendered a decision wherein he 
judicially determined that under the circumstances 
of the case and the rules and practice of the Pat¬ 
ent Office, Searl was not entitled to take further 
testimony, miscalled “rebuttal,” as appears by the 
Examiner’s decision, Exhibit No. 2. (Rec. p. 26.) 

The last-mentioned decision of the Examiner of 
Interferences is of importance, and, as it is brief, 
we quote it here in full: 

The party Searl asks that time be as¬ 
signed to him for rebuttal testimony. At¬ 
tention is directed to the fact that the time 
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teas assigned to Searl for taking rebuttal 
testimony and that Searl took rebuttal tes¬ 
timony during that period. In the decision 
of A 2 )i*il 10, 1926, it is to be noted that the 
l^arty Thomas was assigned time for rebut¬ 
tal only, said time being assigned for the 
purpose of rebutting the prima facie proofs 
of Searl adduced during his rebuttal testi¬ 
mony. As Thomns teas given no further 
opportunity to produce pi'ima facie proofs 
there is no occasion for assigning time to 
Searl for rebuttal or for surrebuttal. 

The request is therefore denied. (Em¬ 
phasis ours.) 

Searl, being dissatisfied with this decision of the 
Examiner of Interferences, thereupon filed a peti¬ 
tion to the Commissioner of Patents seeking a 
review and reversal of said decision of the Exam¬ 
iner of Interferences and requesting that the Com¬ 
missioner of Patents instruct the Examiner of 
Interferences “to fix a time for Searl to take re¬ 
buttal testimony,” which petition was denied, as 
appears by the decision of the Commissioner of 
Patents, Exhibit B. (Rec. p. 10.) 

As is apparent from an examination of the last- 
mentioned decision of the Commissioner of Pat¬ 
ents, the Conmiissioner carefullv considered Searl’s 
contentions and judicially determined that the Ex¬ 
aminer of Interferences was correct and that Searl 
was not entitled to leave to take further testimony, 
erroneously referred to by him as '^rebuttal.’’ 
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In his decision the Commissioner of Patents re¬ 
ferred to the action of the Examiner of Inter¬ 
ferences as follows (p. 11): 

A period was set mthin which Thomas 
would be permitted to take rebuttal. No 
time was set for Searl to take what would 
amount to surrebuttal. The party Searl 
was denied by the examiner of interferences 
the right to take surrebuttal for the reason 
that the party Thomas was restricted to 
testimony, after the cross-examination of 
-Searl’s witnesses, which would be merely in 
rebuttal and, in consequence, the party 
Searl was not entitled to take rebuttal or 
what is in effect surrebuttal. (Emphasis 
ours.) 

The Commissioner next considered the practice 
and legal principles applicable to the situation and 
then held as follows (p. 12) : 

In the instant case, the party Searl was 
only peimitted to take certain additional 
prima facie testimony. The party Thomas, 
obviously would be permitted to only take 
strictly rebuttal of this additional prima 
facie evidence submitted on behalf of Searl. 
Unless there were certain matters intro¬ 
duced in connection with the rebuttal by 
Thomas which were made evidential by such 
rebuttal, such as the impeachment of SearFs 
witnesses or the introduction of new facts, 
it is not apparent that Searl should be per¬ 
mitted to take surrebuttal. Should such re- 

j 

buttal by the party Thomas be of such a 


i 
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character as to warrant surrehuttal on be¬ 
half of Searl, a further request or motion 
majj he presented. (Emphasis ours.) 

From the above it is sufficiently evident how mis- 
leading it is for the petition and appellant’s brief 
to assert and reassert that the Commissioner of 
Patents refuses to perfoim a mere ‘‘ministerial 
dutv” bv declining to fix time for Searl to take re- 
buttal testimony. The plain fact is that after full 
consideration and in the exercise of the discretion 
and judicial functions vested in them, the Exam¬ 
iner of Interferences and the Commissioner of 
Patents decided that under the circumstances of 
the case Searl was not entitled to take further testi¬ 
mony, wherefore thev obviously refused to fix time 
for taking same. But the matter did not end there. 

After Searl’s above-mentioned petition to the 
Commissioner, Thomas and Lucas proceeded to 
take their testimony in rebuttal of Searl’s new 
testimony, as provided for in the order of the Ex¬ 
aminer of Interferences, and after that rebuttal 
testimony had Ix^en taken, Searl presented a motion 
to the Examiner of Interferences for leave to take 
testimony in rebuttal of the Thomas and Lucas re- 
buttal testimony, and he accompanied that motion 
with affidavits of the witnesses whom he proposed 
to examine, setting forth the alleged facts which he 
proposed to prove by them, all as appears from Ex¬ 
hibit C (Rec. p. 13); whereupon the Examiner of 
Interferences in a lengthy and carefully considered 
opinion (Exhibit D, Rec. p. 14) judicially deter- 
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mined that Searl was not entitled to take, either as 
rebuttal or surrebuttal, the specific testimony for 
the taking of which he is now asking this court to 
order the Commissioner of Patents to fix a time. 

In his decision the Examiner of Interferences 
said (p. 15) : 

As pointed out by the First Assistant Com¬ 
missioner in his decision of May 28,1926, the 
evidence which Searl now seeks to introduce 
can not properly be termed rebuttal but is in 
the nature of surrebuttal. Thomas was per¬ 
mitted to take testimony only in rebuttal, and 
if during that period he introduced testi¬ 
mony which was not proper rebuttal, the 
pally Searl should seek relief by the way of 
a motion to strike out said evidence as im¬ 
proper rebuttal rather than to request per¬ 
mission to take surrebuttal. 

Finally the Examiner of Interferences, after 
fully considering the different items of proof of¬ 
fered by Searl, and holding them not properly ad¬ 
missible under the practice and legal principles 
goyeming the admissibility of sun*ebuttal testi¬ 
mony, concluded (p. 17) : 

Consideration of the situation as disclosed 
by the evidence and the briefs submitted on 
behalf of the parties leads to the conclusion 
that the testimony submitted on behalf of 
Thomas is in the nature of proper rebuttal 
and such as might reasonably have been ex¬ 
pected or anticipated by his opponent. The 
showing on behalf of Searl fails to establish 
legal surprise. 

34739—27-2 ‘ 
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For the reasons heretofore indicated, the 
motion to take surrebuttal testimony is de¬ 
nied. 

From this last decision of the Examiner of In¬ 
terferences, . Searl took an appeal to the Commis¬ 
sioner of Patents, who affirmed the decision of the 
Examiner of Interferences after carefully consid- 
ering the proposed Searl testimony cmd judicially 
determining that Searl had not made out a case 
for the admission of same. 

This decision of the Commissioner of Patents is 
foimd in Exhibit E. (Pec. p. 17.) In it he said 

(p. 18): 

Searl refers to the testimony which he 
proposes to take as rebuttal, but it is in fact 
surrebuttal, and his right to take it must 
be tested by the well-known rules applicable 
to the taking of such testimony. 

No case has been made out which, in my 
judgment, would justify the taking of sur¬ 
rebuttal testimony. (Emphasis ours.) 

The Commissioner then proceeded to give the 
reasons for his conclusion and finally he said 
(p. 19): 

Where, as here, a case is reopened on mo¬ 
tion of either party for the takmg of newly 
discovered evidence it is not customary to 
set times in which the party who asks to 
have the case reopened may take rebuttal 
testimony, but merely to set times when he 
may offer his newly discovered evidence and 
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times within which his opponent may make 
reply. 

Tins Office is, of course, desirous of hav¬ 
ing all the facts before it when it renders a 
decision, but it is obviously necessaiy that 
testimony be taken in an expeditious man¬ 
ner, and there must be restrictions aSi to the 
niunber of opportunities which a party is 
given to present testimony and compel his 
opponent to attend the examination of wit¬ 
nesses. (Emphasis ours.) 

Appellant’s brief passes very lightly over the 
important fact that the appellant, having had full 
opportunity to take rebuttal testimony, is main¬ 
taining that it was the Commissioner’s ‘‘ministerial 
duty” to fix a time for appellant to rebut the testi¬ 
mony offered in reply to the newly discovered evi¬ 
dence, which the Commissioner in his discretion 
permitted appellant to introduce, reopening the 
case for that purpose. 

In view of all of the above, nothing could seem 
to be more clear than that the Commissioner of 
Patents, instead of failing to perform any “minis¬ 
terial duty,” has in his judicial capacity and in the 
exercise of his discretion repeatedly considered and 
decided the real question which Searl attempts to 
raise here. Whether his decision was right or 
wrong is entirely immaterial in this proceeding and 
we therefore do not a;rgue that question, although 
on the face of it there can hardly be a doubt of the 
soundness of said decision. 
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MANDAMUS DOES NOT LIE HEBE 

We submit that mandamus clearlv does not lie 
here foi* either of two reasons. First, it is ele¬ 
mentary that mandamus can not be employed to 
control or review the judicial decision or exercise 
of discretion of a judge or official acting within his 
jurisdiction. Second, it is equally elementary that 
mandamus will not lie where there is some other 
legal remedy, as by appeal, and there is such other 
legal remedy in this case. 

Upon the first point it has already sufficiently 
appeared, we believe, that the only real question 
raised by petitionei* is whether he should be al¬ 
lowed to take some fui*ther testimonv in the inter- 
ferences, and that the Commissioner of Patents, in 
his judicial capacity and the exercise of his dis¬ 
cretion, has repeatedly considered this question and 
decided that petitioner can not be allowed to do so. 

In this connection attention is called to the fol¬ 
lowing paragraph of the petition (Rec. p. 5) : 

Petitioner further states that whether or 
not the testimony he proposes to produce in 
rebuttal is accepted or rejected is a matter 
which he does not desire to raise here on a 
petition for a Writ of Mandamus, because 
that is }nerely a matter of discretion on the 
part of the Commissioner of Patents, and he 
is petitioning this Honorable Couii only for 
a writ of Mandamus to compel the perfomi- 
ance of a ministerial duty of setting the time 
for taking testimony by the Commissioner of 
Patents. (Emphasis ours.) 
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The necessary admission contained in the above, 
we submit, fully disposes of the entire case here. 
As has already clearly appeared, the Commissioner 
of Patents, upon petitioner’s motion, has fully con¬ 
sidered the question whether, under the facts and 
the law, any so-called Searl ‘‘rebuttal” testimony 
should now be accepted or rejected, and he has also 
fully considered whether the specific testimony 
which petitioner proposes to produce in “rebuttal” 
should be accepted, either as rebuttal or as surre- 
buttal, and, in his judicial capacity he has unequiv¬ 
ocally decided that such Searl testimony can not 
note he admitted either as rebuttal or as surrebuttal. 
The decision of that questhm admittedly “is merely 
a matter of discretion on the part of the O^mmis- 
sioner of Patents,” and therefore can not \Kt re¬ 
versed or questioned by mandamus. Yet the pe¬ 
titioner asks this court to order the Commissioner 
of Patents to fix a time for taking testimony which 
the Commissioner has decided f;an not be taken at 
all, and whose decision on that point is admittedly 
final, so far as any review thereof in this proceed¬ 
ing is concerned. 

That the only substantial point raised by the 
petition is one that has been already fully de¬ 
cided by the Commissioner of Patents in the exer¬ 
cise of his discretion and judicial functions seems 
too plain foi* fuithei* argument or (x^mment. The 
petitionei* merely attempts to befog the issue by 
seeking to create the impi-ession that the real and 
only question here is that of the Commissioner’s 
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alleged “ministerial duty” of fixing time to take 
testimony. 

If petitioner’s position were sound, mandamus 
would lie against the Commissioner and every other 
trial judge to control and review all their rulings 
upon the acceptance or rejection of evidence duiing 
the course of a trial. The absurditv of such a 
proposition is self-evident. 

Upon the point that petitioner has other legal 
remedy, it is to.be noted that, as respondent’s 
answer points out, paragraph 12 (Rec. p. 23), if 
there was error in the Patent Office decisions re¬ 
garding petitioner’s so-called “ rebuttal ” testi¬ 
mony, petitioner has a complete legal remedy be¬ 
cause such decisions are reviewable by this court, 
if and when the case is appealed to this court. 

Upon appeals to this court in interference cases 
orders of the Commissioner of Patents concerning 
the taking or exclusion of testimony can be and 
frequently are reviewed. 

In Woodbridge v. Winship, 33 App. D. C. 490, 
this court, on an appeal from the Commissioner of 
Patents in an interference, pointed out that the 
tribunals of the Patent Office rejected certain evi¬ 
dence “on the ground that it was not rebuttal 
evidence and ought to have been introduced in 
chief.” The coui*t held: 

The , first question to be considered'is 
whether there was error in rejecting or re¬ 
fusing to consider the evidence offered by 
Woodbridge in rebuttal. We think there 
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was not. Orderly rules of procedure must 
be observed in the Patent Office as else¬ 
where. The junior party had notice of the 
dates claimed by his opponent. The proper 
order of his procedure was to introduce all 
of the proof upon which he relied to sup¬ 
port his own allegations. This additional 
testimony ought then to have been intro¬ 
duced. It is not in rebuttal of the case 
made by Winship. 

So also in Swinglehurst v. Ballard, 49 App. D. C. 
73, this court on an appeal from the Commissioner 
of Patents in an interference pointed out that cer¬ 
tain testimony had been excluded by the Patent 
Office tribunals ‘‘on the ground that it was not 
proper rebuttal,” and that the aggrieved party 
“asserts that this was an error.” The court, re¬ 
ferring to the excluded testimony, held “this was 
manifestly a part of his case in chief, and no 
error was committed in denying it admission as 
rebuttal.” 

Thus not only are the above cases conclusive 
upon the question whether petitioner here has 
other legal remedy, but they would also be very 
much in point upon the merits of the decision of 
the Commissioner of Patents in the present case, 
if that decision were reviewable in this proceeding. 

PERTINENT CASES 

The two propositions just presented, either of 
which seems conclusive against the granting of 
mandamus in this case, are so elementary that it 
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seems almost presumptuous to cite cases to this 
court in support of them. Of course, such cases 
might be cited practically without number. Merely 
for the convenience of the court we refer to a few 
of the most pertinent cases which clearly state the 
principles involved here. 

In Moore v. United States, Ex Eel. Lind mark, 33 
App. D. C. 597, mandamus was sought to compel 
the Commissioner of Patents to vacate an order in 
an interference and to fix times for taking testi¬ 
mony. This court, in overruling the decision of 
the lower court granting the petition, pointed out: 

The Commissioner of Patents in passing 
upon applications or deciding controversies 
between rival applicants for patent of the 
same invention, exercises power that is 
essentially judicial. For that reason. Con¬ 
gress has the power to j)rovide for a review 
of his decisions by appeal to the courts. 
(U. S. v. Duett, 172 U. S. 576.) And in the 
exercise of that i)ower an appeal has been 
given to this court from his order finally re¬ 
jecting an application for a patent and from 
his final orders in interference proceedings. 

The court then held: 

Nothing is better settled than that the writ 
of mandamus can not be used to perfoim the 
office of an appeal or writ of error, or 
granted in any case where there is another 
adequate remedy. (U. S. v. Duett, 172 U. S. 
576, 586; m re Key, 189 U. S. 84; ex parte 
Netcman, 14 Wall. 152, 165; Seymour v. 
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Z7. S. ex rel. South Carolina, 2 App. D. C. 
240, 245; Seymour v. TJ. S, ex rel. Brodie, 10 
App. D. C. 567, 569.) 

In Connecticut Mutual Life Insurance Company, 
Petitioner, 131 U. S. Appendix CLXXX, dhe Su¬ 
preme Couii:, through Chief Justice Waite, said: 

Mandamus can only be resorted to when 
other remedies fail. It is an extraordinary 
writ and should only be used on extraordi¬ 
nary occasions. Here the parties have 
ample remedy by appeal if they put their 
case in a condition for such a form of pro¬ 
ceeding. As the relator presents his ease, 
on this application, he must avail himself of 
that remedv. We can not under the facts 
he states expedite the determination of his 
cause by mandamus. 

In Briggs v. Commissioner of Patents, 1918 G. D. 
99 (257 O. G. 645), the Supreme Court of the Dis¬ 
trict of Columbia, in denying a petition for manda¬ 
mus against the Commissioner of Patents, said 
through Covington, C. J.: ; 

The writ of mandamus can never be issued 
to an administrative officer unless he is ire- 
fusing to perform a positive ministerial 
duty. It cannot be made to serve the pur¬ 
poses of an appeal from a decision which he 
has made, nor can it be made the basis of a 
proceeding in any manner to review a legal 
act of judgment or discretion on his pai-t 
which he has performed. If the act which 
the official has done is within the jurisdic- 
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tion constitutionally confided to him by the 
Congress, the mere fact that what he has 
done is at variance with the views of one 
side or another to the controversy does not 
give to a court the power to direct him by 
the writ of mandamus to undo what he has 
done ,and proceed to act in a different 
manner. 

On appeal by the petitioner this coui*t in affirm¬ 
ing the decision below said, 48 App. D. C. 175: 

While mandamus mav be invoked to com- 
pel a court or officer to take cognizance of 
a case in which the jurisdiction of the sub¬ 
ject matter has been conferred by law, it 
will not lie to control the judgment or dis¬ 
cretion of such a tribunal. Nor will it be 
substituted for an adequate remedy at law. 
Here, the relief sought is not to require the 
Commissioner to do a mere ministerial act 
which the law requires him to perform, but 
to decide in a particular way a matter con¬ 
fided by law to his discretion and judgment. 
This would involve a review of the record 
made before the Commissioner and a cor¬ 
rection of errors alleged to have been com¬ 
mitted in the numerous proceedings before 
him. This can not be accomplished through 
the agency of a writ of mandamus. 

‘‘It has been often held that mandamus 
can not be used to perform the office of a 
writ of error. ’’ {Ex parte Baltimoy'e & Ohio 
R. R. Co,, 108 U. S., 566.) 
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In Riverside Oil Company v. Hitchcock^ 190 U. 
S. 316, 324, the Supreme Court said: 

Whether he decided right or wrong, is not 
the question. Having jurisdiction to decide 
at all, he had necessarily jurisdiction, and it 
was his duty to decide as he thought the law 
was, and the courts have no power whatever 
imder those circumstances to review his de-- 

termination by mandamus or injunction. 
***** 

Mandamus has never been regarded as the 
proper writ to control the judgment and 
discretion of an oflSicer as to the decision of 
a matter which the law gave him the power 
and imposed upon him the duty to decide 
for himself. The writ never can be used as 
a substitute for a writ of error. 

In Kirwan v. Mv/rphy, 189 U. S. 35, 55, the Su¬ 
preme Court quoted with approval from its de¬ 
cisions in Litchfield v. The Register and Recewer, 
9 WaD. 575, as follows: 

The principle has been so repeatedly de¬ 
cided in this court, that the judiciary can 
not interfere either by mandamus or injunc¬ 
tion with executive ofiScers such as the re¬ 
spondents here, in the discharge of their of¬ 
ficial duties, imless those duties are of a 
character purely ministerial, and involving 
no exercise of judgnV^c or discretion, that 
it would seem to be useless to repeat it here. 
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In United States ex rel. Trussed Concrete Steel 
Co, V. Ewing, Commissioner of Patents, 42 App. D. 
C. 179, this court, in language entirely applicable 
to the present case, said (p. 182) : 

Relator is not here seeking to compel the 
Commissioner to make a decision command¬ 
ed by law, but to compel him to reverse a 
decision, duly made in the discharge of his 
official duty. The decision, though it may 
be erroneous, can not be reviewed in this pro¬ 
ceeding. 

The court then pointed out that the petitioner 
might later come before it on appeal in the inter¬ 
ference, and said (p. 183) : 

The writ of mandamus, however, can not 
be substituted for an appeal or writ of error. 

In Moore, Commissioner of Patents v. United 
States, ex rel, Boyer, 32 App. D. C. 243, this court 
said: 

It is elementary that a court is powerless 
to direct the action of an executive officer 
unless a positive legal right is being invaded 
by the officer where the duty imposed upon 
him is clearly prescribed and enjoined by 
law. The duty, however, must be so plain 
and positive that the officer has no discretion 
left. 

Upon the above authorities it seems clear that 
there is no foundation for the petitioner’s request 
for a wTit of mandamus in this case. 
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APPELLANT'S POSITION 

It is believed that appellant’s case has been suf¬ 
ficiently met by the foregoing portions of this brief, 
and no attempt will be made here to take up and 
discuss appellant’s brief in detail. However, 
some of the major contentions thereof will bear 
further scrutiny. 

Appellant’s brief says (p. 2) : 

This petition rests upon two grounds: 

(A) Upon the substantive right of every 
litigant who is in the position of a iDlaintiff 
to have the opportunity of introducing re¬ 
buttal testimony. 

(B) Upon the substantive right of every 
litigant to have a Court proceed to hear a 
cause in accordance with the substantive 
rights and established rules of law to record 
all the testimony and preserve a complete 
record for appeal. 

As to appellant’s proposition (A) we reply (1) 
that appellant is not “in the position of a plain¬ 
tiff,” but that he is a junior party to an interfer¬ 
ence, which is something quite different, for an 
interference is not like an ordinary suit, there 
being neither plaintiff nor defendant, and the rules 
and practice regarding the taking of testimony 
being entrusted by statute to the Commissioner of 
Patents; (2) that appellant has had “the oppor¬ 
tunity of introducing rebuttal testimony,” and has 
actually done so; and (3) that not even a plaintiff 
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in an ordinary suit has a ‘^substantive right” to 
have a case reopened for the admission of addi¬ 
tional evidence, much less to have opportunity to 
take further testimony in rebuttal of defendant’s 
reply to such additional evidence, all rulings re¬ 
garding reopening and the testimony thereafter 
resting largely, if not entirely, within the discre¬ 
tion of the trial court. 

As to appellant’s proposition (B), we reply (1) 
that it obviously is not the right of every litigant 
to continue indefinitely to actually take all the testi¬ 
mony that he desires, regardless of time and cir¬ 
cumstances, character of the testimony and rulings 
or decisions of the trial court, simply so that he 
may “record,all the testimony and preserve a com¬ 
plete record for appeal”; and (2) that in the pres¬ 
ent case there is already ample record for appeal 
purposes of appellant’s proposed testimony which 
the Commissioner refuses to peimit appellant to 
take, namely, the affidavits of the witnesses appel¬ 
lant proposed to call, accompanying his motion for 
leave to take their testimony, and the decisions of 
the Examiner of Interferences and the Commis¬ 
sioner thereon. 

Amplifying somewhat our replies to appellant’s 
basic propositions, it is hardly necessary to enlarge 
upon the point that in an interference there is 
neither plaintiff nor defendant, as in law suits, but 
merely two applicants for patents, each trying to 
prove priority of his invention in suppoi*t of his 
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right to the patent in question, the proceeding be¬ 
ing a statutory one governed by rules and practices 
established bv the Commissioner of Patents in ac- 
cordance with the authority conferred upon him 
bv statute. For convenience of reference we here 
cite the pertinent statutes and rules. 

Section 4904, Revised Statutes, providing for 
such interferences, reads as follows: 

Sec. 4904. Whenever an application is 
made for a patent which, in the opinion of 
the commissioner, would interfere with any 
pending application, or with any unexpired 
patent, he shall give notice thereof to the 
applicants, or applicant and patentee, as the 
case may be, and shall direct the primary 
examiner to proceed to determine the ques¬ 
tion of priority of invention. And the com¬ 
missioner may issue a patent to the party 
who is adjudged the prior inventor, unless 
the adverse party appeals from the decision 
of the primary examiner, or of the board 
of examiners in chief, as the case may be, 
within such time, not less than twenty days, 
as the commissioner shall prescribe. 

Section 4905, Revised Statutes, relating to the 
taking of testimony in Patent Office interferences, 
reads as follows: 

Sec. 4905. The Commissioner of Patents 
may establish rules for taking affidavits and 
depositions required in cases pending in the 
Patent Office, and such affidavits and depo¬ 
sitions may be taken before any officer au- 
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limiiiary statement, the jimior party is as¬ 
signed time for pruna facie proofs, and the 
senior party is given time for rebuttal only, 
no further time being assigned to the junior 
party. 

And the Commissioner in his decision Exhibit 
£ said (Rec. p. 19): 

IVhe re, as here, a case is reopened on mo¬ 
tion of either party for the taking of newly 
discovered evidence it is not customarv to 
set times in which the paify who asks to 
have the case reopened may take rebuttal 
testimonv, but merelv to set times when he 
may offer his newly discovered evidence and 
times wdthin which his opponent may make 
reply. 

Appellant instead of merely seeking to compel 
the Commissioner to perform a “ministerial duty” 
under the rules and practice of the Patent Office 
governing the taking of testimony in interferences, 
is asking this court to order the Commissioner to 
abrogate the rules and practice which he has estab¬ 
lished in accordance with the authoritv conferred 
upon him by statute. 

Appellant invokes Rules 46 and 47 of the “Rules 
of Practice for the Courts of Equity of the United 
States,” but these rules obviously do not govern or 
concern the practice in interferences, which is 
wholly different and is governed by other rules and 
procedure established by the Commissioner of Pat¬ 
ents under statutory authority. If appellant’s 
brief means to state (p. 11) that testimony in inter- 
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ferences is taken ‘‘in pursuance of the Equity Rules 
of the United States Courts,” we challenge that 
statement most decidedly. 

Moreover, if the Equity Rules cited did really 

apply to interferences, they would not support ap¬ 
pellant’s contentions based thereon. 

Equity Rule 46 applies to testimony taken in 
open court, and was obviously intended to deal with 
testimony excluded during the course of the trial 
as objectionable. It is not necessary to consider 
whether the rule requires that when a court has de¬ 
cided that a party has no right to take any further 
testimony, the court must report or make a state¬ 
ment respecting all such testimony that the party 
desires to take. Certainly the rule does not provide 
that the party must he allowed to go ahead a/nd 
actually take all such testimony, as appellant in¬ 
sists upon his right to do here. On the contrary, the 
rule deals particularly with “excluded” evidence 
and merely provides that the record shall show the 
character of the evidence excluded. 

If Rule 46 applied to interferences, and specifi¬ 
cally to the question at issue in the present interfer¬ 
ence, its requirements would have been amply met, 
for the record herein fully shows the character of 
the evidence excluded, which is all set forth in affi¬ 
davits of the proposed witnesses, offered by peti¬ 
tioner with his motion for leave to take the testi¬ 
mony of these witnesses, and there are also ample 
statements of the Examiner and the Commissioner 
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in their decisions on this motion, concerning the 
character of the evidence, the objections thereto 
and their rulings thereon. ^Exhibits D and E, 
Rec. pp. 14 and 17.) 

Appellant also cites numerous textbooks for the 
proposition that a plaintiff has a substantive right 
to take rebuttal testimony. Such citations are 
quite beside the point here, for in the present case 
appellant is not a plaintiff but a party to an inter¬ 
ference, and, fuifhermore, he has been afforded op¬ 
portunity to take rebuttal testimony and has done 
so. IVhat he is now seeking is an order, after the 
trial court has in its discretion reopened the case 
to peimit appellant to offer newly discovered evi¬ 
dence,’’ compelling the trial court to peimit him 
to take still further evidence which the trial court 
has already decided that he has no right to take 
at this stage of the case. 

Appellant has produced no authority to the ef¬ 
fect that a plaintiff has any “substantive right” 
under such circumstances, and it is obvious that 
he has not, since the entire matter of reoiiening a 
case for further testimony is one in the discretion 
of the trial court. 

Appellant’s brief (p. 5) quotes Greenleaf on 
Evidence, 16th Ed., page 600, in support of the 

I 

general rule that a plaintiff has the light to take 
rebuttal testimony; but the following passage from 
Greenleaf, which immediatelv follows the state- 
ment of the rule quoted by appellant, is much more 
pertinent to the situation here: 
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But anything beyond this can not belong 
to him as of strict right; the reason being 
that ‘‘all questions that are asked are to be 
asked at the proper time/’ otherwise the 


trial “will be in perpetual confusion”; and 


the proper time for all matters not rendered 


material by the course of the opponent’s 


cross-examination or his own witnesses^ tes¬ 


timony is the original party’s direct exami¬ 
nation of his witnesses. Nevertheless, “to 
obviate the effects of inadvertence,” it will 
often be fair to allow a party to do at a 
later stage what he might and should have 
done at an earlier one. The propriety of 
thus making an exception must depend 
largely on the circumstances of each case, 
and for this reason it is universally held, 
in almost all the varieties of situations thus 
presented, that the allowance of such evi¬ 
dence out of its natural order is to be deter¬ 
mined by the discretion of the trial court, 
(Emphasis ours.) 


The cases are fully in accord with this statement 
and where such questions have been raised on ap¬ 
peal the courts have always recognized that all 
rulings pertaining to reopening for the taking of 
further testimony, are within the discretion of the 
trial court. 


In Philadelphia & Trenton R, R. Co, v. Stimpson, 
14 Pet. 448, exception was taken to the lower 
court’s refusal to reopen the case to permit de¬ 
fendant to take further testimony after he had 
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closed liis case. Mr. Justice Story, delivering the 
opinion of the coui*t, said (p. 463): 

The question then is, whether it was at that 
time admissible on the part of the defendants 
as a matter of right; or whether its admis¬ 
sion was a matter resting in the sound dis¬ 
cretion of the court. If the latter, then it 
is manifest that the rejection of it cannot be 
assigned as error. 

The mode of conducting trials, the order 
of introducing evidence, ayid the times when 
it is to be introduced, are, properly, matters 
belonging to the practice of the circuit 
courts, with which this coui*t ought not to 
interfere, unless it shall choose to prescribe 
somei fixed, general i-ules on the subject, 
under the authority of the act of congress. 
Probably the practice in no two States of 
the Union is exactly the same; and, there¬ 
fore, in each State, the circuit courts must 
necessarily be vested with a large discretion, 
in the regulation of their practice. If every 
party had a right to introduce evidence at 
any time, at his owm election, without refer¬ 
ence to the stage of the trial in which it is 
offered, it is obvious that the proceedings 
of the court would often be greatly embar¬ 
rassed, the purposes of justice be ob¬ 
structed, and the parties themselves be sur¬ 
prised by evidence destructive of their 
rights, which they could not have foreseen, 
or in any manner have guarded against. It 
seems to us, therefore, that all courts ought 
to be, as indeed they generally are, invested 
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with a large discretion on this subject, to 
prevent the most mischievous consequences 
in the administration of justice to suitors; 
and we think that the circuit courts possess 
this discretion in as ample a manner as other 
judicial tribunals. We do not feel at liberty, 
therefore, to interfere with the exercise of 
this discretion. (Emphasis ours.) 

In Alexander v. Byron, 2 John. Cas. 318, 319, 
Chancellor Kent said: 


It can never be claimed by either party 
at trial as a matter of strict right, to open 
the cause to proof after full opportimity has 
been given to each side to be heard, and the 
testimony has been regularly and by mutual 
consent closed. It was therefore properly 
admitted, upon the argument of this motion, 
that the subsequent admission of testimony 
must rest upon the discretion of the Court, 
duly exercised according to the circum¬ 
stances of the case. 

See also Postal Telegraph-Cable Co, v. Northern 
Pacific RaiUvay Co., 211 Fed. Rep. 824, 827 (C. C. 
A. 9th), where the court cites with approval the fol¬ 
lowing rule from 38 Cyc. 1356: 


After he has rested, neither party can, as 
a matter of right, introduce any further 
testimony which may properly be considered 
testimonv in chief. The strict rule is that 
he must try his case out when he commences, 
and can not divide his evidence and give part 
in chief and part in rebuttal. Any relaxa¬ 
tion of this rule is but an appeal to the 
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sound discretion of the court. (Emphasis 
ours.) 

Thus it clearly being within the discretion of the 
Commissioner whether he would reopen this case at 
all to permit appellant to introduce his additional 
or “newlv discovered'’ evidence, it certainlv was 
also within his discretion as to whether he would 
peimit appellant to take still further “rebuttal” or 
surrebuttal testimony in reply to the testimony in 
rebuttal of this new evidence. 

Accordingly it seems clear that this court would 
not interfere with the ruling of the Commissioner 
of Patents respecting the taking of testimony upon 
the reopening of this case, even if the case were 
now here on appeal instead of by mandamus. 

It is respectfully submitted that for the reasons 
hereinbefore given the decision of the lower court 
den}dng the petition for mandamus was entirely 
correct and should be aflarmed. 

T. A. Hostetler, 

Attorney for Appellee. 

A. D. Salinger, 

Of Coumel for Appellee. 

March, 1927. 
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